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Attached TabléRelated to Section 76)

CHAPTER |
GENERAL PROVISIONS

Purpose

1. The purpose of this Law shall be to ensure the maintenance of the business
reputation of persons using trademarkiootecting trademarks, and thereby to contribute to
the development of indiry and to potect the interests of consumers.

Definitions, etc.

2—(1) “Trademark” in this Law means characteiigures,signs, threedimensional
shapes or any eobination theeof, or any combination thereof with colors (herdiea
referred to as a “mark”):

(i) which are used in respect of goods by a person who produces, certifies or assigns
such goods in the course of trade;

(i) which are used in respect of services byagon who provides or certifies such
services in the course of trade (other than as in (i) above).

(2) “Registered trademark” in this Law means a trademark for which a trademark
registration has beerifected.

(3) “Use” with respect to a mark in this Lameans any of the following acts:
(i) acts of applying the mark on the goods or their packaging;

(i) acts of assigning, delivering, displaying for the purpose of assignment or delivery,
or impotting, the goods on which or on the packaging of which akes been applied;

(i) acts of applying a mark to articles for use by persons to whom the services are
provided (hcluding articles assigned or leasebereinafter the same) when prding
services;

(iv) acts of providing services by use of articlesabich a mark has been applied for
use by pesons to whom the services are provided when providing ces;

(v) acts of displaying, for the purpose of prding services, articles to which a mark
has been applied and supplied for use in the provisiseofices (including articles for use
by persons to whom the services are provided when providing servioesinafter the
same);

(vi) acts of applying a mark to articles related to the provision of such services
belonging to persons to whom the services rovided when providing services;
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(vii) acts of displaying or distributing advigsements relating to the goods or services,
price lists or business papers with respect to the goods olesbn which a mark has been
applied.

(4) Acts of applying anark to goods or otherrtcles to which a mark is applied as
prescribed in the preceding subsection shall include acts of having goods or their packaging,
articles that are supplied for use in the provision of services and advertisements relating to
goodsor services shaped into a mark.

(5) In this law, it shall be premised that there may exist services in the scope of
similarities of goods and there may exist goods in the scope of similaritiesvotsgr

CHAPTER I
TRADEMARK REGISTRATION AND APPLICATIONS THEREFOR

Registrability of Trademarks

3—(1) Any person may obtain a trademark registration of a trademark to be used in
respect of goods or services in connection with his business, except in the case of the
following trademarks:

(i) trademarks whicltonsist solely of a markdicating, in a common way, the
common name of the goods or services;

(i) trademarks which are customarily used @pect of the goods or services;

(i) trademarks which consist solely of a mark indicating in a common wag/origin,
place of sale, quality, raw materials, efficacy, use,iig shape (including packaging
shape) or price of the goods, or the method or time of manufagtor using them; or the
location of provision of the services, quality, articles fgeun such provision, efficacy, use,
guantity, modes, price or method or time of the provision of services;

(iv) trademarks which consist solely of a marklicating, in a common way, a
commonplace surname or name of a legal entity;

(v) trademarks whicleonsist solely of a very siple and conmonplace mark;

(vi) in addition to those mentioned in each of the preceding paragraphs, trademarks
which do not @able consumers to recognize the goods or services as being connected with a
certain person’s buisess.

(2) Inthe case of a trademark falling underggaaphs (iii) to (v) of the preceding
subsection, where, as a result of the use of such trademarks, the consumers are able to
recognize the goods or services as being connected with a certaomjzebusiess,
trademark registration may bétined notwithstanding the precedindpsection.

Unregistrable Trademarks
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4—(1) Notwithstanding Section 3, trademark regiBtn shall not be effected in the
case of the fdowing trademarks:

() trademarks which a&ridentical with, or sirmar to, the national flag, the imperial
chrysaathemum crest, a decoration, a medal of merit, or a foreign national flag;

(i) trademarks which are identical with or silar to, a State coat of arms or other
emblem (oher than a n@onal flag) of a country party to the Paris Convention (meaning the
Paris Convention for the Protection of Industrial Property of March 20, 1883, as revised at
Brussels on December 14, 1900, at Washington on June 2, 1911, at The Hagoecomdér
6, 1925, at London on June 2, 1934, atldon on October 31, 1958 and at Stockholm on July
14, 1967—nhereinafter referred to as “the Paris Convention”), a Member of the World Trade
Organzation or a contracting party to the Trademark Law Treaty which have beegndésil
by the Minister of Economy, Trade and Industry;

(i) trademarks which are identical with, or similar to, a mark indicating the United
Nations or any other international organization andglesied by the Minister for Economy,
Trade and Industry;

(iv) trademarks which are identical with, or giar to, the Red Cross ensign on a white
ground or the title Red Cross or Geneva Cross;

(v) trademarks comprising a mark identical with, or similar to, an official seal or sign
which indicates supervision aertification by the Geernment of Japan or by the
Government of a country party to the Paris Convention or a Member of the World Trade
Organization or a contracting party to the Trademark Law Treaty, or by a local pulilig e
and which has been desidad by the Minister for Economy, Trade and Industry, which are
used on goods or services identical with, origamto, the goods or services in respect of
which such seal or sign is used,;

(vi) trademarks which are identical with, or diar to, a famousnark indicating a State
or a local pwlic entity or an agency thereof or a npnofit organization or enterprise working
in the public inteest;

(vii) trademarks liable to contravene public order or morality;

(viii) trademarks containing the portrait ahother person or the name, famous
pseudonym, mfessional name or pen name of another person or the famous abbreviation
thereof (except where the consent of the person concerned hasliiesred);

(ix) trademarks comprising a mark which is idiexatl with, or similar to, a prize
awarded at améibition held by the Government or a local public entity (hereinafter referred
to as the “Government, etc.”) or at one which is not held by the Gowuent, etc. but has been
designated by the Comnssoner of the Pnt Office or at an international exhibition held in a
foreign country by its geernment, etc. or a person authorized therebgépt where the
recipient of such a prize uses the mark as part of hisemnaak);
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(x) trademarks which are well known amongnsumers as indicating the goods or
services asdéng connected with another person’s business, and trademarks similar thereto,
and which are used in respect of such goods or services or similar goods or services;

(xi) trademarks which are identical withy similar to, another person’s registered
trademark pplied for prior to the filing date of the trathark application concerned and
which are used on the designated goods or designated servicasrmtee goods or services
designated in accordance witlSection 6(1) (including its application under Section 68(1))
hereinafter referred to as “the designated goods or designated services”] covered by the
trademark registration referred to or on similar goods or services;

(xii) trademarks which are identicalith another person’s registered defensive mark
(meaning a mark registered as a defensive mdr&reinafter referred to as a “registered
defensive mark”), and which are used on the designated goods gndtxi services covered
by the defensive mark gestration;

(xiii) trademarks which are identical with another person’s trademark (other than a
trademark which had not been used by that person during a period of at least one year prior to
the day on which the trademark right became extinguished) whergeaménas not elapsed
since the date of extingtiment of the trademark right (or the date on which a ruling that a
trademark registration is to be rekex or a trial decision that a trademark registration is to be
invalidated becomes final and conclusivereinafter referred to as the “date of
extinguishment of the trademark right”), or with a trademark similar to such a trademark, and
which are used in respect of the designated goods or designated services covered by the
trademark right or in respect ofisiilar goods or serices;

(xiv) trademarks which are identical with, or similar to, the name of a variety registered
under Section 8(1) of the Agricultural Seed and Seedlings Law (Law B8.to 198), and
which are used on the seeds or seedlings of #reety corcerned or inespect of similar
goods or services;

(xv) trademarks which are liable to cause amidn with goods or services connected
with another person’s business (other than the trademarkioned in paragraphs (x) to

(xiv));

(xvi) tradamarks liable to be misleading as to the quality of the goods or services;

(xvii) trademarks comprising a mark indicating an origin of wines or spirits in Japan
which has been designated by the Commissioner of the Patéo¢ ©r a mark indicating an
origin of wines or spirits in a Member of the World Trade Orgatian prohibited to be used
on wines or spirits not originating in the region in that member, which are used in respect to
wines or spirits not orignating in the region inapan or that member;

(xviii) trademarks consisting solely of a thrddmensional shape of goods or their
packaging with the shape being indispensable to secure theduns of the goods or their

packaying;
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(xix) trademarks which are well known amongsumers in Japan or adad as
indicating the goods or services as being connected with anotrsarpe business, and
trademarks identical with or similar thereto, and which are used by thecappfor unfair
intention (intention to gain an unfair profit, intention to causendge to such another person
and other unfair intentiorshermrinafter the same) (other than the trademarkstiaed in
each of the preceding paragraphs)espect of such goods or services.

(2) Where registration of a trademark fallingder paragraph {yof the preceding
subsection is applied for by the State, a local public entity or an agency thereof ofpaafin
organization working in the public interest or a personyiag on a norprofit enterprise
working in the pilic interest, the said pagaaph shall not japly.

(3) In the case of a trademark falling underggaaphs (viii), (x), (xv), (xvii) or (xix) of
Subsection (1), the respective provisions shall not apply where the trademark does not fall
under the respective paragraph at the timemihe tragmark appication is filed.

(4) Where a trial decision that a trademark sgition is to be canceled under Section
53bishas become final and conclusive and the demandant in the trial applies for registration
of the tracdémark covered by the gastration canceled by the trial decision, or a trademark
similar thereto, paragraph (xiii) of Subsection (1) shall ruytlg.

Applications for Trademark Registiion

5—(1) Any person desiring a trademark registration shall submit a request to the
Commissioner of the Patent Office together with any necessarvshent; the request shall
state the following:

() the name and the domicile or residence of the applicant for a trademark aggrstr
(i) the trademark for which registration is sought;

(iii) the designated goods or designated services and the class of goods or services as
prescribed by Cahet Order referred to in Section 6(2).

(2) Where a person desires a trademark registr with respect of a trademark
consisting of threelimensional shpes (including their combation with characters, figures,
signs or colors or any combination thereof, hereinafter referred to as “three dimensional
trademark”), the request shall contain a statement to that effect.

(3) Where a person desires a tradentadistiation with respect of a trademark
consisting of characters designated by the Commissioner of the Patent Office (hereinafter
referred to as “stadard characters”), the request shall contain a statement to that effect.

(4) Inthe portion of the statment of the traemark for which the registration is sought,
any part which is in the same color as a section for a trademark to be stated shall be deemed
not to form part of the trademark. However, this provision shall not apply where an area to be

colored is specified and it is stated on the sheets that the color to be applied is the same as that

of the section.
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According of the Filing Date, etc.

5bis—(1) The Commissioner of the Patent Office shall decide to accord as the date of
a trademark apptation the date of submission of the request with respect to the trademark
application unless the application falls under any of the followinggraphs:

() the indication that a trademark registration is sought is not clear;

(i) the name of the applicam not stated, or the statement is not considered sufficient
to the extent to enable the identification of the apgnht;

(i) atrademark for which the registration is sought is not stated; or
(iv) designated goods or designated services are notistate

(2) Where the trademark application falls under any of the paragraphs of the preceding
subsection, the Commissioner of the Patent Office shall invite the applicant to make the
required correction in writing, designating an adequate time limit.

(3) Correction to a trademark application shall be effected by filing a correction in
writing with respect to the correction (hereinafter referred to as a “correction in writing”).

(4) The Commissioner of the Patent Office shall decide to accord as the date of t
trademark pplication the date of submission of the correction in writing when the person
whom he has invited to make the correction under Subsection (2) hgdied with the
invitation within the time limit designated in accordance with that satise.

(5) The Commissioner of the Patent Office magndiiss the trademark application
when a person whom he has invited to make the correction inrdacoe with Subsection (2)
fails to do so within the time limit designated in accordance with that siiose

Unity in Application

6—(1) An application for a trademark registration shall relate to a single trademark
and shall deignate one or more items of goods or services in respect of which the trademark
is to be used.

(2) A designation under the precediparagraph shall be made according to the classes
of the classification of goods and services, prescribed by CabirasrO

(3) The classes of goods and services referred to in the preceding subsection shall not
be deterrmative of the scope of similayitof goods or services.

Collective Trademarks

7—(1) Aggregate corporation established under the provision of Section 34 of the
Civil Code (Law No. 89 of 1896) or industrial business corporatisspaiation and other
associations established under thecigddaw (excluding those which are neglal entities),
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or foreign legal entities coesponding thereto shall be entitled to obtain a collective trademark
registration with respect of a trademark for use by their members.

(2) For the purposes of the prigion of Section 3(1), “his business” in that section shall
read “their menbers’ or thé own business.

(3) Any person desiring the registration of dlective trademark under Subsection (1)
shall sibmit to the Commissioner of the Patent Office withpest to a trademark application
under Section 5(1) a document proving that the applicant is a legal entity referred to
Subsection 1.

First-to-File Rule

8—(1) Where two or more trademark applicatiosfating to identical or similar
trademarks which ar@tbe used on identical or similar goods or services are filed on different
dates, only the earliest applicant may obtain a trademarktragon for the trademark
concerned.

(2) Where two or more trademark applicatioeating to identical or similar
trademarks which are to be used on identical or similar goods or services are filed on the same
date, only one pplicant, agreed upon after mutual consultation among all the applicants, may
obtain a trademark registration for the trademark.

(3) Where a tradmark application is a stendered, withdrawn or dismissed or where
an examiner’s ecision or trial decision on a trademark apjtion has become final and
conclusive, such apgation shall, for the purposes of the two preicgy subsections, be
deemed neer to have been made.

(4) The Commissioner of the Patent Office shall, in the case of Subsection (2), order
the appicants to hold consultations for an agreement under that subsection and to report the
result thereof, within an adequate time limit.

(5) Where no agreement is reached in the coaBatts under Subsection (2) or where
the report mder the preceding subsection is not made within the time limit designated in
accordance with that subsection, registration of the trademark cetteray be obtaied
only by one applicant chosen by the drawing of lots conducted in a fair and just manner by the
Commissioner of the Rant Office.

Special Provisions for Time of Filing ofppliation

9—(1) Inthe case of a trademark used in respect of goods exhiteervices offered
at an exhiltion held by the Government, eteor at one wich is not held by the
Government, etc. but has been designated by the Commissioner of the Patent Office, or at an
international exhibition held by the Government, etc. or aperauthorized theby in the
territory of a country party to thedds Convention or a Member of the World Trade
Organization or a contracting party to the Trademark Law Treaty, or at an international
exhibition held by the Government, etc. or a persothatized thereby in the territory of a
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country which is mither a party to the Paris Convention nor a Member of the World Trade
Organization or a country party to the Trademark Law Treaty, but which has been designated
by the Commissioner of the Patentf{@e —, provided that the person who exhibited the said
goods offered said services has applied for a trademark registration, designating those goods
or services, within six months from the date when they were exhibited or offered, the
trademark pplication shall be deemed to have been filed at the time when the goods were
exhibited or the services were offered.

(2) Any person who desires the application of the preceding subsection with respect to
a trademark in a trademark application shall submit a wristatement to that effect to the
Commissioner of the Patent Office simultaneously with theameattk application. Within 30
days from the filing of the trademark application, he shall also submit to the Commissioner of
the Patent Office a doment provirg that the trademark and the goods or services in the
trademark application are a tradark and goods or services falling under the salussation.

Priority Claim Declared as Governed by the Paris Convention

9bis. A priority claim based on an applicatidar trademark registration (limited to a
trademark equivalent to that defined in Section 2(1)(ii)) filed in or for a country party to the
Paris Cavention may be declared as governed by theigions in Article 4 of the Paris
Convention for a priority @dim based on the application for tedark registration of the
trademark equivalent to that defined in Section 2(1)(i).

Oter. A priority claim based on an application which a person specified in thdbaftl
column of the following table has filed in dor any country specified in the rigiitand
column of the follaving table may be declared as governed by tlwvision in Article 4 of
the Paris Convation:

Japanese nationals or nationals of a Member of the World Trade
country party to the Rris Convention Organization or a contracting party to the
(including nationals @emed to be the Trademark Law Treaty.

nationals of the contry party in accedance
with Article 3 of the Paris Convion).

Nationals of a Member of the World Country party to the Paris Convention,
Trade Organization (meanimgationals of | Member of the World Trade @anization or
Members provided for in paragraph 3 of | a contracting party to the Trademark Law
Article 1 of the Annex 1C to the Marrakesh Treaty.

Agreement Establishing the World Trade
Organization or nationals ofa contracting
party to the Trademark Law Treaty.

JPO38EN  Marks, Law (Consolidation), pagel2/67
13/04/1959 (22/12/1999), No. 127 (No. 220)



K=17 Collection of Laws for Electronic Access JAPAN

Amendment of Designated Goods, etc
or the Trademark for which Trademark Registration is Sought
and Change of Gist

9quater. Where, after registration of the estabhsént of the trademark right, it is
found that an amendment of the designated goods or designated services stated in the request
or the trademark for which registration is sought made, has changed the gist thereof, the
trademark application shall be deentedchave been filed at the time when the amendment in
writing was subntied.

Division of Trademark Applications

10—(1) An applicant for a trademark registration may divideeat of hisapplication
for trademark registratiodesignating two or more itentd goods or services as designated
goods or desigrtad services into one or more new trademark igaypions provided that the
trademark application is pending in examination, trial examinatioetaal examination or
that a suit against a trial decisiom refuse the trademark application is pending in court.

(2) Where a trademark application has been divided under the preceding subsection, the
new trademark application shall be deemed to have been filed at the time of filing of the
original application.However, this provision shall not apply for the purposes of Section 9(2)
of this Law and Section 43(1) and (2) of the Patent Law (Law No. 121 of 1959) as applied
under Section 13(1) of this Law (including its application under Sectidns{3® of the Pagnt
Law as applied under Section 13(1) of this Law).

(3) Wherethenew application for trademark restjiation under Subsection (1) is filed,
any statments ordocumentsvhich have beesubmittedwith respect tahe original
application for trademark redrationandwhich shall be submittedith respect to the new
application for trademark regiration in accordance witBection 9(2) of this Law or Section
43(1) and (2) of the Patent Law as applied under Section 13(1) of thiqibading its
applicationunder Section 43s(3) of the P&ent Lawas applied under Section 13(1) of this
Law), shall be deemed to have been submitted to the Commissioner of the Patent Office
simultareously with the said new application for trademark sagition.

Conversion of Aplications

11—(1) An applicant may convert his application for registration of a collective
trademark into an@plication for registration of an individual trachark (meaning a
trademark application other than an application for registration of a cokeirtademark—
hereinafter referred to as an “apgation for registration of an individual traghark”).

(2) An applicant may convert his application for registration of an individual trademark
into an application for registration of a collective trademark

(3) Atrademark application may not be converted under the two preceding subsections
after the @aminer’s decision or the trial decision witespect to the application has become
final and canclusive.
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(4) Where the conversion of a trademark apgilmn under Subsection (1) or (2) has
been made, the original trademark application shall be deemed to have been withdrawn.

(5) Section 10(2pnd(3) shall applymutatis mutandiso the conversion of a trademark
application under Subsection (1) or (2).

12—(1) An applicant may convert his application for registration of a defensive mark
into an applietion for trademark regis#tion.

(2) An application may not be converted under the preceding subsection after the
examiner’s decision or the trial decision tvitespect to the apphtion for registration of a
defensive mark hassbome final and conclusive.

(3) Sections 10(2) and (3) and 11(4) shall appiytatis mutandiso the conversion of
an appliaion under Subsection (1).

Publication of Applications

12bis—(1) When a trademark application has been filed, the Commissioner of the
Patent Office shall polish theapplication.

(2) The publication of the application for traghark registration shall be effected by
publishing the following particulars in the dademark Gazette (Shohyo Koho). However, this
provision shall not apply to the particulars referred to in Paragraphs (iii) and (iv) where the
Commissioner of the Rant Office recognizes that the publication ob#e particulars in the
Trademark Gazette i&ble to contravene publicrder or morality:

(i) the name and the domicile or residence of the applicant for a trademark aggystr
(i) the number and date of the application for a trademark registration;

(i) the contents of the trademark siia the request (represented in the standard
characters as applicable under Sections 5(3), hereinafter referred to in Sections 18(3)(iii) and
27(1) as‘the trademark stated in the requ@st

(iv) the designated goods or designated services;

(v) other neessary particulars.

Applicationmutatis mutandisf Patent Law

13—(1) Sections 43(1) to (4) and B(2) and (3) of the Patent Law shall apply
mutatis mutandiso trademark applications. In such a case, “within one year and four months
from the earliesdate among the dates given in each of the following paragraphs” in Section
43(2) of the Patent Law shall read “within three months from the filing date of the trademark
application” and “or a Mmber of the World Trade Organization” in Sectiond§?2) of the
Patent Law shall read “a Member of the World Trade Organization or a contractitygipa
the Trademark Law Treaty”, “the nation of a Member of the World Trade Organization” in
the same paragraph shall read “the nation of a Member of the World Trnagani@ation or
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the nation of a contracting party to the Trademark Law Treaty” and “Subsection (1) or (2)” in
Section 43bi€3) of the Patent Law shall read “Subsection (1)”

(2) Sections 33 and 34(4) to (7) (right to obtain patent) of the Patent Lawagbyaly
mutatis mutandi$o the rights deriving from a trademargalication.

Money Claim, etc. Prior to Regigsdtion of Establishment of Trathark Right

13bis—(1) Where any applicant for trademark registration has, after filing of his
application, give avaming by showing documents bearing the contedtsting to the said
application, he may claim, against person who has used the trademark in his application with
respect to the designated goods or designated services in his application, the payment of
money equivalent to his business loss caused by such use made after the warning and before
the registration of the establishment of the trademark right concerning the designated goods or
designated services relating to the said agation.

(2) The right urder the preceding subsection may not be exercised until after the
establishment of the trademark right is isgred.

(3) The exercise of the right under Subsection (1) shall not preclude the exercise of the
trademark right.

(4) Where a trademark applitan has been surnglered, withdrawn or dismissed, or
where the exainer s decision or a trial decision that the trademark application is to be
refused has become final and conclusive, or where the rulingyoke the trademark
registration under Sectiot3ter(2) has become final and conclusive, or where, with exception
of the cases coming within theqariso to Section 46is(1), a trial decision that the trademark
registration is to be invalidated has become final and conclusive, the right under
Subsectio(ll) shall be deemed never to have arisen.

(5) Sections 2and37 of this LawandSections 105, 10%s and 106 of the Patent Law
as applied under Secti@9 of this Law and Sections 719 and 724(tort) of the Civil Code
shall applymutatis mutandiso the exercise of the right under Subsection (1). In such a case,
where a person having the right to claim has become aware, before the registration of the
establishment of the trademark right, of the fact of the use of the trademark relating to the said
trademak application and of the person using the tradem@étie time when the injured party
or his legal representative became aware of suateda and of the person causingirt
Section 724 of the said Code shall rédlde date of the mgistration of the estblishment of the
patent right.

CHAPTER llI
THE EXAMINATION

Examination by Examiner

14. The Commissioner of the Patent Office shall have applications for trademark
registration examined by an examiner.
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Examiner’s Decision of Refusal

15. The examiner shlamake a decision that a trachark application is to be refused
where it falls under any of the following pagraphs:

() the trademark in the trademark application is not registrable in accordance with
Section 3, 4(1), 8(2) or (5), 51(2) (including &pplication under Section 5is(2)) or 53(2) of
this Law of Setion 25 of the Patent Law as applied under Section 77(3) of this Law;

(i) the trademark in the trademark application is not registrable in accordance with the
provisions of a treaty;

(i) the trademark application does not comply with the requirements of Section 6(1) or

(2).
Notification of Reasons for Refusal

15bis. When the examiner intends to render a decision that an application is to be
refused, he shallatify the applicant for the ademark registration of the reasons for refusal
and give him an opptunity to submit a statement of his arguments, designating esuadtie
time limit.

15ter—(1) Where a trademark for which the registration is sought in a trademark
application is a tragimark which are identical with, or similar to, another person’s trademark
applied for prior to the filing date of the trademark application@@rned and which are used
on the designated goods or designated services covered by the trademark referred to or o
similar goods or services, the examiner may notify the applicant that heeaé
application may fall under Section 15(i) if the other party’s trademark is registered, and give
him an opportunity to submit a statement of his arguments, designatiadegjuate time
limit.

(2) Where a notification referred to in the preceding subsection has been served and the
other applicant’s trademark is registered, the examiner shall not be required to serve a
notification referred to in the preceding section.

Examner's Decision that a Trademark is to be Regred

16. Where the examiner finds no reason for refusing a trademark applicaitioim the
time limit prescribed by Cabinet Orddre shall render a decision that a trademark is to be
registered.

Declining d Amendments

16bis.—(1) Where an amendment to the designated goods or designated services stated
in the request or the trademark for which registration is sought would change the gist thereof,
the examiner shallatline the amendment by a ruling.
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(2) Theruling to decline an amendment under the preceding subsection shall be in
writing and state the reasons therefor.

(3) Where a ruling to decline an amendment under Subsection (1) has been rendered,
the examiner’s decision with respect to the trademarkiegupon shall not be rendered before
the expiration of 30 days from the transmittal of that ruling.

(4) Where an applicant has demanded a trial under Section 45(1) against a ruling to
decline an amendment under Subsection (1), the examiner shall subpendamination of
the trademark applation until the trial decision has become final and conclusive.

Applicationmutatis mutandisf Patent Law

17. Section 47(2) (qualifications of examiners),cBen 48 (exclusion of examiners),
Section 52 (fomal requrements of decision) and Section 54l&tionship with litigation) of
the Patent Law shall appiynutatis mutandiso the examination of trademark apaiions.

Applicationmutatis mutandisf Design Law

17bis—(1) Section 1¥r (new application for desigas amended) of the Design Law
(Law No. 125 of 1959) shall applyutatis mutandiso the case where an amendment is
declined by a ruling under Sectionlii§(1).

(2) Section 1quaterof the Design Law shall applyutatis mutandiso the extension
of the ime limit prescribed in Section 1&r(1) as applied under Subsection (1) or Section
55big3) (including its application nder Section 600is(2)).

CHAPTER IV
THE TRADEMARK RIGHT

1. The Trademark Right

Registration of Establishment of Trademark Right

18—(1) A trademark right shall come into force upon registration of its estatent.

(2) The establishment of a trademark right shall be registered when the registration fee
under Setion 40(1) or the registration fee due to be paid within 30 days from #te of the
transmittal of the examiner’s decision or the trial decision that the trademark is to be
registered under Section di$(1) has been paid.

(3) Upon registration under the preceding suisa, the following particulars shall be
published in th&rademark @Gzette:

(i) the name and the domicile or residence of the owner of the trademark right;

(i) the number and date of the trademark apgil@n;
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(i) the contents of the trademark stated in tequest;

(iv) the designated goods or designaseavices;

(v) the registration number and date of the sagition of the establlsment;
(vi) other necessary particulars.

(4) During two months after the date of the pighttion of the Trademark Gazette which
states the matter referred to in each gaaph of the preceding subsection (hereinafter
referred to as “the Gazette containing the trademark”), thar@issioner of the Patent Office
shall make the gplication files and their attachments available for public inspection in the
Patent Office. Hwever, this provision shall not apply to documents or articles liable to injure
the reputation or peaceful existence of an individual or documents and articles liable to
contravene public order or morality, which the Commissioner of the Patiéice@onsides it
necessary to keep secret.

(5) Where the Commissioner of the Patent Office is to lay open for public inspection
documents orréicles other than those liable to injure the uégtion or peaceful existence of
an individual or documents or articles lialio contravene public order or morality, which the
Commissioner of the Patent Office considers it necessary to leeegt sthe Commissioner
shall notify a person who has submitted the documents or articles to that effect with a reason
therefor.

Term ofTrademark Right

19—(1) The term of a trademark right shall be ten years from the date of registration
of its estédlishment.

(2) The term of a trademark right may be renewed by a request for registration of
renewal.

(3) When renewal of the term of theatlemark right has been registered, the term shall
be deemed to have been renewed upon expiration of the term.

Request for Registration of Renewal of Term

20—(1) Any person desiring the registration ofemewal of the term of a trademark
right shall slbmit a request for renewal to the Commissioner of the Patent Office stating the
following:

(i) the name and the domicile or residence of téguester;
(i) the registration number of the trademark rgyiation;

(iii) other matters fixed by an ordinancd the Ministry of Economy, Trade and
Industry.

JPO38EN  Marks, Law (Consolidation), pagel8/67
13/04/1959 (22/12/1999), No. 127 (No. 220)



K=17 Collection of Laws for Electronic Access JAPAN

(2) Arequest for registration of renewal shall be made within six months prior to the
date of exjration of the term.

(3) Where the owner of a trademark right is unable to make a request for registration o
renewal within the time limit prescribed in the preceding subsection, he may make such
request belatedly within six months from the expiration of that time limit.

(4) Where a request for registration of renewal is not made within the time limit
allowingits owner to make such request under the preceding stitasethe trademark right
shall be deemed to have been extinguished retroactively from the time of the expiration of the
term.

Restoration of Trademark Right

21—(1) Where the trademark right is envhich was deemed to have been
extinguished under Section 20(4) and the owner of the extinguished trademark right is unable
to make a request for registration of the renewal within the time limit allowing him to make
such request under Section 20(3) doedasons outside his control, he may make such
request within 14 days (where he is a resident abroad, two months) from the date on which the
reasons ceased to be applicable but not later than six months following the expiration of said
time limit.

(2) Whkn a request for registration of renewal is made under the preceding subsection,
the term shall be deemed to have been renewed retroactively from the time of the expiration
of the term.

Restriction on Effects of Trademark Righastored

22. The effects othe trademark right restored under Section 21(2) shall not extend to
the following acts after the expiration of the time limit referred to in Section 20(3) for the
request for registration of renewal of the term of the ¢éradrk right but before the
regidration is made to the effect that the term has been renewed by the request made under
Section 21(1):

() the use of the registered trademark wigspect to the designated goods or
designated seices; and

(i) the acts mentioned in each paragraph edidn 37.

Registration of Renewal of Term

23—(1) When the registration fee under Section 40(2) or the registration fee due to be
paid at the time of a request for registration of renewal under Sectiois(2) has been paid,
the renewal of the term ohe trademark right shall be restgred.

(2) Notwithstanding the provision of the preceding subsection, where a request is made
for registetion of renewal under Section 20(3) or Section 21(1), the registration to the effect
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that the term of the trademaright has been renewed shall be made when the payment has
been made for the registration fee under Section 40(2) and gisgregion fee with a

surcharge under Section 43(1) or the registration fee due to be paid at the time of the request
for registration of renewal under Section Bis(2) and the registration fee with a surcha

under Section 43(2).

(3) Upon registration under the preceding twasections, the following particulars
shall be pblished in the Trademark &ette:

() the name and the domile or residence of the owner of a tewark right;
(i) the registration number and date of thgis¢ration of renewal; and

(i) other necessary particulars.

Division of Trademark Right

24—(1) Where there are two or more items of thaigeated gods or designated
services, a trademark right may be divided into eagthstem.

(2) The division of a trademark right under the preceding subsection may be, in the
case where a trial is demanded with respect to it under Section 46(2), applied foifteven a
the extinguishment of the trademark right only during the pendency of the case in the trial or
retrial examination or a litigation.

Transfer of Trademark Right

24bis—(1) Where there are two or more items of theigeated goods or designated
services, a trademark right may be transferred separately for each such item.

(2) Atrademark right under a trademark apgiion filed by the State or a local public
entity, or an agency thereof, or a nprofit organization working in the public interest,
referred to in Section 4(2), may not be assigned.

(3) Atrademark right under a trademark apgiion filed by a person carrying on a
non+rofit enterprise working in the public interest, referred to in Section 4(2), may be
transferred only together with tregterprise itself.

Transfer of Collective Trademark Right

24ter.—(1) When a collective trademark right is tsferred, the collective trademark
shall be deemed to have been converted to an individual trademark right, except as provided
in the following subsection.

(2) When the owner of a collective trademassites to transfer his collective
trademark right, he shall submit a statement to that effect and a document under Section 7(3)
to the Commissioner of the Patent Office at the time of an applicétioregistration of the
transfer.
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Demand for Indication to Prevent Cardion Resulting from Trasfer of Trademark Right

24quater. Where, as a result of the transfer of a trademark right, the trademark right to
a similar registered trademark that is usediflentical goods or services or the identical or a
similar registered trademark that is used for similar goods ofses\comes to belong to a
different person, and where the use of such registered trademark by the owner of a trademark
right or the owneof a right of exclusive use or of neexclusive use relating to one registered
trademark for its designated goods or designated services is likely to cause damage to
business interests of the owner of a trademark right or the owner of a right olerxcuse
relating to the other registered tedark (limited to the business interests concerning the
designated goods or designated services for which the other registered trademark is used), the
owner of a trademark right or the owner of a right of exclesixge relating to the other
registered trademark may request the owner of the trademark right or the owner of the right of
exclusive use or the owner of n@xclusive use relating to the one registered trademark to
mark a suitable inidation in the use threof so as to prevent any confusion between the goods
or services connected with the other’s business and those connected with the own business.

Effects of Trademark Right

25. The owner of a trademark right shall have aclesive right to use the registed
trademark with respect to the designated goods or designated services. However, where the
trademark right is subject to a right of exclusive use, this fgion shall not apply to the
extent that the owner of that right has an exclusive right to hisedgstered trademark.

Limits of Trademark Right

26—(1) The effects of the trademark right shall not extent to the following trademarks
(including those which constitute part of other trademarks):

(i) trademarks indicating, in a common way, one’s guartrait, name, famous
pseudonym, professional name or pen name or a famous\adiioon thereof;

(i) trademarks indicating, in a common way, the common name, origin, place of sale,
guality, raw materials, efficacy, use, quantity, shape (idiclg packaghg shape hereinafter
referred to in the following paragraph as “shape”) or price or the method or time of
manufacturing or using the dgnated goods concerned or goods similar thereto or the
common name of services similar to thesigeated goods, locain of provision of the
sewvices, quality, articles for use in such provision, efficacy, use, quantity, modes, price, or
methods or time of such provision;

(i) trademarks indicating, in a common way, the common name of designated services
or services sinfar thereto, location of provision of the services, quality, articles supplied for
use in such provision, efficacy, use, quantity, modes, price, or method or time of such
provision or the common name, origin, place of sale, quality, raw materials, efficae,
quantity, shape or price, or method or time of manufacturing or using the goods similar to the
design#ed services;
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(iv) trademarks customarily used on the designated goods or designated services, or
goods or services similar thereto;

(v) trademaks consisting solely of a thre#imersional shape of goods or their
packaging with the shape indispensable to secure the functions of the goods or their
packaging.

(2) Paragraph (i) of the preceding subsection shall not apply where, after registration of
the establishment of the trademark right, one’s own portrait, name, famous pseudonym,
professional name or pen name or a famous abbreviation thereof has been used with the
intention of violating the rules of fair competition.

Scope of Registered Trademaekc.

27—(1) The scope of a registered trademark shall be decided on the basis of the
trademark stated in thequest.

(2) The scope of the designated goods or degaphaervices shall be decided on the
basis of the stament in the request.

28—(1) A request for interpretation may be made to the Patent Office with respect to
the effects of a tra@mark right.

(2) Where such a request is made, the Commissioner of the Patent Office shall
designate three trial examiners to give the requestiipretabn.

(3) Section 71(3) and (4) of the Patent Law shall applytatis mutandiso the
interpretation under Sisection (1).

28bis—(1) Where the Commissioner of the Patent Office is commissidayeal court
to give an expert opinion with respect to the effeof the trademark right, he shall appoint
three trial examiners to give the opinion.

(2) Section 71bi€) shall applymutatis mutandiso the commissiothereforunder the
preceding subston.

Relationship with Another’s Patent Right, etc.

29. Wherethe use in a given manner of a registered trademark in respect of the
designated goods or designated services conflicts with anotrsarpe patent, utility model
or design right under its application filed prior to the filing date of the trademark agijic
concerned or with another person’s copyright taking effect prior to that date, the owner of the
trademark right or of the right of exclusive or nenclusive or norexclusive use shall not use
the registered traark in such a manner on the parttbé designged goods or designated
services giving rise to the conflict.

Rights of Exclusive Use
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30—(1) The owner of a trademark right may grant a right of exclusive use with respect
to his tradmark right. However, this provision shall nghaly to a tademark right under an
application referred to in $8on 4(2).

(2) The owner of a right of exclusive use shall have an exclusive right to use the
registered trademark in respect of the designated goods or designated services to the extent
laid down in he contract granting such right.

(3) Aright of exclusive use may be transferred only with the consent of the owner of
the tracémark right or in the case of inheritance or other generatassion.

(4) Section 77(4) and (5) (establishment of pledge)eBection 97(2) (surrender) and
Section 981)(ii) and (2) (effects of registration) of the Patent Law shall appiyatis
mutandisto rights of exclusive use.

Rights of NorExclusive Use

31—(1) The owner of a trademark right may grant a right of vexdusive use with
respect to his trademark right. However, this provision shall not apply to a trademark right
under an appligion referred to in Section 4(2).

(2) The owner of a right of nomxclusive use shall have the right to use the registered
trademark in respect of the designated goods or giegied services to the extent laid down in
the cantract granting such right.

(3) Aright of nonexclusive use may be traierred only with the consent of the owner
of the trademark right (or only with the cogrst of such person and of the owner of the right
of exclusive use, in the case of a right of rexclusive use with respect to the right of
exclusive use) or in the case of inheritances or other generalssimee

(4) Section 73(1) (joint ownership), Semn 94(2) (establishment of pledge), Section
97(3) (surrader) and Section 99(1) and (3) (effects of strgition) of the Patent Law shall
applymutatis mutandiso rights of norexclusive use.

Right of Corporation or Association Mabers

31bis—(1) Membes of a corporation or an associationtied to a collective
trademark right under Seon 7(1) (hereinafter referred to as “corporation or association
members”) shall have the right to use the collective trademark with its designated goods or
designatedervices in accordance with regulations set forth by the corporation aciagen.
However, where the trademark right is subject to a right of exclusive use, thissgmoghall
not apply to the extent that the owner of that right has an exclusite taguse the registered
trademark.

(2) The right provided for in the principal seence of the preceding subsection shall
not be transferred.
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(3) For the purpose of Sectis@4quater 29, 50,52bis 53 and 73, corporation or
association mabers shall beleemed as an owner of the right of rexclusive use.

(4) For the purpose of Section 33(1)(iii) toltective trademark registrations, “a person
who ... has a right of exclusive use with respect to the trademark right under the trademark
registration thehas been invalidated or a right of nemclusive use which is effective, under
Section 99(1) of the Patent Law as applied under Section 31(4) of this Law, against the
trademark right or the right of exclusive use ...” in the Section 33(1)(iii) shall fegqerson
who ... has a right of exclusive use with respect to thearaatk right under the trademark
registration that has been invalidated or a right of-eanlusive use which is effective, under
Section 99(1) of the Patent Law as applied under Se@&iq4) of this Law, against the
trademark right or the right of exclusive use or the corporation or association members who
have the right to use the collective trademark”

Right to Use Trademark by Virtue of Prior Use

32—(1) Where, from a time prior tthe filing by another person of a trademark
application and without any intention of violating the rules of fair competition, a person has
been using in Japan the trademark in the application or a similar trademark in respect of the
designated goods or signated services in the application, or @spect of similar goods or
services, and, as asult, the trademark has become well known among consumers as
indicating the goods or services as being connected with his business at the time of filing of
the tademark application (or at the time of filing of the original trademark apiptin or of
submission of an amendment when the trademark application is deemed to have been filed at
the time of submission of the amendment ac@dance with Sectionduaterof this Law or
in accordance with Section fief(1) of the Design Law as applied under Sectiobi${l) of
this Law or 5%is(3) (including its application under Sectionl&i§2) of this Law)), such
person shall have a right to use the trademark in respesaidfgoods or services provided
that he does so atinuously. The same shall apply in the case of a person who has succeeded
to the business ecwerned.

(2) The owner of the trademark right or of a right of exclusive use may request the
person having aight to use the trademark under the preceding subsection to mark his goods
or services with a suitable indication so as to prevent any confusion between the goods or
services connected with the owner’s business and those connected witheéhperson’s
business.

Right to Use Trademark Due to Use Prior to Regasion of Demand for Invalidation Trial

33—(1) When a person coming within any of the ggnaphs set out below has been
using in Japan a registered trademark or a similar trademaesprect of he designated
goods or designated seces or similar goods or services, prior to the registration of a demand
for a trial under Section 46(1), without knowing that a trademark reagistr falls under any
of the paragraphs of the ksection referred to,al the trademark has become well known
among consumers as indicating the goods or services as being connected with his business,
such person shall have a right to use theanaalrk in respect of the goods or services
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provided that he does so continuousifhe same shall@ply in the case of a person who has
succeeded to the businessicerned:

() the original owner of the trademark right, where one of two or more trademark
registrations granted for identical or similar trademarks to be used in respdentital or
similar designated goods or designated services has been invalidated;

(i) the original owner of the trademark right where his trademark registration has been
inval dated and a trademark registration has beentgdaio the person entitleaif identical or
similar trademarks to be used on identical or similagigieated goods or dgnated services;

(i) in the cases referred to in the two prelbeg paragraphs, a person who, at the time
of rg istration of the demand for a trial under Seatd6(1), has a right of exclusive use with
respect to the trademark right under the trademarlstragion that has been invalidated or a
right of nonexclusive use which is effective, undercBen 99(1) of the Patent Law as
applied under Sztion 31(4) ofthis Law, against the trademark right or the right of estle
use.

(2) The owner of the trademark right or of the right of exclusive use shall have a right
to a reasonable remuneration as consideration for the right eérdusive use under the
precaling subsection.

(3) Section 32(2) shall appiynutatis mutandiso Subsection (1).

Right to Use Trademark after Expiration of Term of Patent Right, etc.

33bis.—(1) Where a patent right under a patent apion filed prior to or on the date
of an appli@tion for registration of a trademark conflicts with the trademark right under that
trademark pplication and the term of the patent right hapieed, the patentee shall have the
right to use to the extent of the original patent right, thgtistered traémark or other
trademark similar thereto with respect to the designated goods or designated services covered
by the trademarkplication or goods or services similar thereto. However, this provision
shall apply only where the registered trademark is wgilaout the intention of violating the
rules of fair comggtitions.

(2) Section 32(2) shall appiynutatis mutandiso the preceding subston.

(3) The provisions of the preceding two suttsens shall applynutatis mutandisvhere
a utility model or degin right under an application filed prior to or on the filing date of the
trademark application conflicts with the trademark rightar the trademark application and
the term of the utility model or agsgn right expired.

33ter.—(1) Where a patent rightnger a patent applation filed prior to or on the filing
date of the trademark application conflicts with a trademark right under that trademark
application and the term of the patent right has expired, any person who has the exclusive
license on the patd right or a norexclusive license with respect to the patent right or its
exclusive license with effects as provided under Section 99(1) of the Patent Law at the time of
its expiration shall have the right to use, within the scope of the original patgrt the
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registered trademark or other trademark similar thereto with respect to the designated goods
or designated services falling under the trademark application or goods or services similar
thereto. However, this provision shall apply only wheretbgistered trademark is used
without the intention of violating the rules of fair compein.

(2) Sectiors 32(2) and 33(2) shall appiynutatis mutandiso the preceding subsgon.

(3) The provisions of the preceding two sutsens shall applynutatismutandiswvhere
a utility model or design right under an application filed prior to or on the filing date of the
trademark application conflicts with a trademark right under that trademark application and
the term of the utility model or agsggn right has &pired.

Pledges

34—(1) Where a trademark right or a right of eslve or norexclusive use is the
subject of a pledge, the pledgee may not use the registered trademark in respect of the
designated goods or designated services except as otherwise drbyidentract.

(2) Section 96 (attachment) of the Patent Law shall applyatis mutandiso pledges
on a trademark right or a right of exdive or norexclusive use.

(3) Section 98(1)(iii) and (2) (effects of restyiation) of the Patent Law shall apply
mutatis mutandiso pledges on a trademark right or a right of exsile use.

(4) Section 99(3) (effects of registration) of the Patent Law shall apypitatis
mutandisto pledges on a right of neexclusive use.

Applicationmutatis mutandisf Patent Lav

35. Section 73 (joint ownership), Section 76 (eguishment of patent right in absence
of heir), Section 97(1) (surrender) and Section 98(1)(i) and (2) (effects of registration) of the
Patent Law shall applsnutatis mutandiso trademark rights. In s a case, “transfer
otherwise than bynheritance or other general succession ...” inti®a 98(1)(i) of the Patent
Law shall read “divsion or transfer otherwise than by inheritance or other general ssicone

2. Infringement

Injunctions

36—(1) The owner of a trademark right or of a right of exclusive use may require a
person who isnfringing or is likely to infringe the trademark right or right of exclusive use to
discontinue or refrain from suchfringement.

(2) The owner of a trademark rigbr of a right of exclusive use who is acting under
the preceding subsection may demand the destruction of ilséearby which the act of
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infringement was comrttied, the removal of the facilities used for the act of infringement, or
other measures ne@sy to prevent thenfringement.

Acts Deemed to be Infringement

37. The following acts shall be deemed to be afringement of a trademark right or of
a right of exclusive use:

(i) use of a trademark similar to the registered trademark in respect ofesignated
goods or designated services, or use of the registered trademark or of trademark similar
thereto in espect of goods or services similar to the daesited goods or degiated services;

(i) acts of holding, for the purpose of assigent or dévery, designated goods, or
goods which are similar to the designated goods or designated services and to which or on the
packaging of which the registered trademark or a trademark similar thereto has been applied;

(iii) acts of holding or importing artles which are for use by persons to whom the
services are provided and to which the registered trademark or a trademark similar thereto has
been applied, in the provision of the designated services, or of services similar to the
designated services or dgsated goods, for the purpose of using such articles in the
provision of such services;

(iv) acts of assigning or delivering articles which are for use by persons to whom the
services are provided and to which the registered trademark or a trademdek gnereto has
been applied, in the provision of the designated services, or services similar to the designated
services or designated goods, for the purpose of causing such articles to be used in the
provision of such seices, or acts of holding or impting such aiicles for the purpose of
assigning or delivering them;

(v) acts of holding articles bearing a repratlan of the registered trademark or a
trademark similar thereto for the purpose of using such trademark in respect of the designated
goodsor designated services or of goods or serviceslamthereto;

(vi) acts of assigning or delivering, or of ltbhg, for the purpose of assignment or
delivery, articles bearing a reproduction of the registered trademark or a trademark similar
thereto, forthe purpose of causing such trademark to be used in respect of the designated
goods or designated services or of goods or services similar thereto;

(vii) acts of manufacturing or importing articles bearing a reproduction of the registered
trademark or arademark similar thereto for the purpose of using such trademark, or causing
it to be used, in respect of the designated goods or designated services or of goods or services
similar thereto;

(viii) acts of manufacturing, assigning, deligg or importirg, in the course of trade,
articles to be used exclusively for manufacturing goods bearing a reproduction of the
registered trademark or a similar tesdark.

Presumption, etc. of Amount of Damage
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38—(1) Where the owner of a trademark right or exgil’e icensee claims, from a
person who has intgionally or negligently infringed the trademark right or exclusive license,
compensation for daage caused to him by the infringement, and the person’s act is the
assignment of articles by which the act of theaiim§ement was committed, the sum of money
with the unit price of such atles multiplied by the number of articles (herafter referred to
in this paragraph as the “number of assigned articles”) which the owner of the trademark right
or exclusive licensecould have sold in the absence of the infringement matraaed as
the amount of damage suffered by the owner of the trademark right or exclusive licensee
within a limit not exceeding an amount attainable depending on the working capacity of the
owne of the trademark right or exclusive licensee. Where there is any circumstance that
prevents the owner of the trademark right or exclusive licensee from selling part or the whole
of the number of ssigned articles, a sum equivalent to the number of assigrticles subject
to that condition shall beedlucted.

(2) Where the owner of a trademark right or of a right of exclusive use claims, from a
person who has intentionally or negligently infringed the trademark right or right of exclusive
use, compesaton for damage caused to him by the infremgent, the profits gained by the
infringer through the infringement shall be presumed to be the amount of damage suffered by
the owner.

(3) The owner of a trademark right or of a right of exclusive use may claom a
person who has intentionally or negligently infringed the ¢radrk right or the right of
exclusive use, an amount of money which he would be entitleective for the use of the
registered trademark, as the amount of damage suffered by him.

(4) The preceding subsection shall not preclude a claim to damages exceeding the
amount referred to therein. In such a case, where there has &#eer willfulness nor gross
negligence on the part of the person who has infringed the trademark rightrogtihef
exclusive use, the court may take this into consideration when awarding damages.

Applicationmutatis mutandisf Patent Law

39. Section 103 (presumption of negligence) andt®as 10disto 106 (obligation to
clarify relevant act inconcrete mamer, production of daements, etc., expert opinidar
proof of damage award of reasonalllEmages, and measures fecavery of reputation) of
the Patent Law shallpply mutatis mutandiso the infringement of a trademark right or a right
of exclusive use

3. The Registration Fee

Registration Fee

40—(1) A person who obtains registration of a teathrk shall pay, as a registration
fee, the amount of 66,000 yen per case or this amount multiplied by the number of classes of
the classification of goods anérwvices (classes of the classification of goods and services
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which are prescribed by Cabinet Order referred to in Section 6(2) and to which the designated
goods or designated services belong; heféanahe same).

(2) A person who applies for registrati of ree wal of the term of a trademark right
shall pay the amount of 151,000 yen per case or this amouhiphied by the number of
classes of the classifation of goods and services covered as asteggion fee.

(3) The two preceding subsections kimat apply to trademark rights belonging to the
State or independent administratimstitutions(referring tothe independent administrative
institutionsprescribedn Section 2(1) of the Lawoncerning th&eneral Provisionsf
Independent Administrate Institutions(Law No. 103 of 1999)hereinaftethe samgwhich
are those to be set lgy Cabinet Ordeby taking intoconsideration theubstancef their
businessnd othercircumstances

(4) The provisions oSubsectioa(1) and (2) shall not applip atrademark right
owned jointly bythe State and the independent administraimggitutions prescribedy
Cabinet Ordem the preceding subsection owned jointly bythe independent administrative
institutions prescribelly Cabinet Ordem the samesubsection

(5) Where the State and the likeeferring tothe Stateor the independent
administrativanstitutions prescribetly Cabinet Ordein Subsection (3)the same in Section
76(3) and (5)) andhe person other than the State and the [itleferring to theperson other
than the State and the independent administratisttutionsprescribedy Cabinet Ordein
Subsection (3)the same in this subsection ati# samesection b)) jointly own a trademark
right and there is an agreememth respecto their shares of the right, thegistrationfee
under Subsection (1) or (2) shall Bsumwith the prescribed registration fee undeegé
subsections multiplied by the rasiof the sharsof the persosother than the State and the
like, and the pemnsother than the State and the like shall pay such sum, notwithstanding the
provision of Subsection (1) or (2).

(6) Where the amount of the registration feéatdated in accordance with the
provision of the preceding subsection has a fractional figgse than 10 yen, that fractional
figure shall be dscarded.

(7) The payment of the fee under Subsection (1) or (2) shall be made by patent revenue
stamps as @scribed by an ordinance of the Ministry of Economy, Trade and Industry.
However, wherever sprescribed by an ordinance of the Ministry of Economy, Trade and
Industry, such payment may be made in cash.

Time Limit for Payment of Registration Fee

41—(1) The registration fee under Section 40(1) shall be paid within 30 days from the
date of the trasmittal of the examiner’s decision or trial de®n that the trademark
registration is to beféected.

(2) Upon the request of a person liable to pay a registration fee, the Commissioner of
the Patent Office may extend the period prescribed in the piregsdbsection by a period not
exceeding 30 days.
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(3) Aregistration fee as prescribed in Section 40(2) shall be paid at the time of a
request for regisétion of renewal.

Payment of Registration Fee in Indialents

41bis—(1) Notwithstanding Section 40, a person who obtains registration of a
trademark right may pay the prescribed registration fee in installments. In this case, the
amount of 44,000 yen per case or this amount multiplied by the number of classes of the
classification of goods and seces shall be paid for each case within 30 days from the date of
the transmittal of the examiner’s decision oatrdecision that the trademark is to be
registered and also the amount of 44,000 yen per case or this amount multiplied by the
number of classeof the classification of goods and services for each case by the end of five
years before the expiration of the term of the trademark right.

(2) Notwithstanding Section 40(2), a person who makes a request for registration of
renewal may pay the presced fee in installments. In this case, the amount of 101,000 yen
per case or this amount multiplied by the number of classes of the classification of goods and
services shall be paid for each case at the time of a request feira¢igh of renewal and ab
the amount of 101,000 per case or this amount multiplied by the number of classes of the
classification of goods and services by the end of five years before thegap of the term
of the trademark right.

(3) Where the owner of a trademark rightusable to pay the registration fee due to be
paid by the end of five years before the expiration of the trademark right under Subsection (1)
or (2), he may pay the registration fee belatedly within six months after theaigpiof that
time limit.

(4) When the owner of a trademark right fails to pay, within a period during which he
may make a delayed payment of the prescribed registration fee under the preceding
subsection, a registration fee due to be paid under Subsection (1) or (2) by the end of five
years before the expiration of a trademark right and a surcharge under Section 43(3), the
trademark right shall be deemed to have been extinguished retroactive to the date of the end
of five years before its expation.

(5) Section 40(3) to (6) shall appmutatis mutandiso Sibsections (1) and (2).

(6) Section 41(2) shall appiynutatis mutandiso the payment of a registration fee due
to be paid within 30 days from the transmittal of the ewaer’'s decision or the trial decision
to a tragmark is to beegisteed under Subsection (1).

Payment of Registration Fee by an Irésted Peson

41ter.—(1) Any interested person may pay a registration fee (excluding a registration
fee due to be paid at the time of a request for registratioeredwal) even agast a will of
the person liable to pay the regetton fee.
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(2) An interested person who has paid a regigin fee under the preceding subsection
may demand reimbursement of the expenditure to the extent that the person liable to pay is
actually makinga profit.

Refund of Registration Fee

42 —(1) A registration fee paid shall be refunded on the request of the person making
the payment where it falls under any of théléoving paragraphs:

(i) registration fee paid by mistake or in excess;

(ii) registraion fee due to be paid by the end of five years before the expiration of a
trademark right under Section 41(i% or (2) (only in case where a ruling to revoke under
Section 43tgf2) or a trial decision or a retrial decision that the trademark regisiradito be
invalidated has become final and conclusive by the end of five years before the expiration of
the trademark right).

(2) No refund of a registration fee under the preceding subsection may be requested
after one year from the date of paymenthe icase of a registration fee prescribed under
Paragraph (i) above, or after six months from the date on which a ruling to revoke under
Section 43tgR) or a trial decision or a retrial decision became final and conclusive in the case
of a registration feeinder Paragraph (ii) above.

Surcharge Registration Fee

43—(1) A person who malksa request for registration of renewal of a trademark right
under Section 20(3) or Section 21(1) shall pay, in addition to a registration fee due to be paid
under Section 4@), a surcharge equivalent in amount to the registration fee.

(2) Inthe case where Sectionl4(2) is appli@ble, a person as prescribed in the
preceding shsection shall pay, in addition to a registration fee due to be paid at the time of an
applicaton for registration of renewal of a trademark right under Sectidnsfa), a
surcharge equivalent in amount to the registration fee.

(3) Inthe case where Sectionl4(3) is appli@ble, the owner of a trademark right
shall pay, in addition to a registran fee due to be paid by the end of five years before the
expiration of the trademark right under Section 4{bj®r (2), a surcharge equivalent in
amount to the registration fee.

(4) The payment of the surcharge under the pilewethree subsectionsall be made
by revenue stamps as prescribed by an ordinance of thesti§ioif Economy, Trade and
Industry. However, wherever so prescribed by an ordinance of thestvif of Economy,
Trade and Industry, such payment may be made in cash.

CHAPTER IVBIS
OPPOSITION TO REGISTRAION
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Opposition to Registration

43pis. Only within two months from the publication of the Gazette containing the
trademark, any person may file with the Commissioner of the Patent Office an opposition to a
trademark registration on tlggounds that the trademark registration faltglar any of the
undermentioned paragraphs. In such an event, if two or more items of designated goods or
designated services are covered by thedaratk registration, the opposition may be filed
with respetto each of such designated goods or designatedces: That is:

() where the trademark registration has beHaaed contrary to Section 3, 4(1), 8(1),
(2) or (5), 51(2) (including its application under@en 52is(2)), 53(2) or Section 25 of the
Patent Law as appliechder Section 77(3);

(i) where the trademark registration has be#fie@ed contrary to the provisions of a
treaty.

Ruling

43ter—(1) Atrial concerning an opposition and a ruling thereon shall be conducted by
a collegial body othree or five trial exammers.

(2) Where it is found that the trademark regitsn concerned in the opposition falls
under any of the paragraphs of the preceding section, the trial examiners shall render a ruling
that the trademark registration is to be revoked (hefenaeferred to as the “ruling to
revoke”).

(3) Where a ruling to revoke has become final and conclusive, the trademark right shall
be deemed never to have existed.

(4) Where it is not found that the trademarkisgration in the opposion falls under
any of the paragraphs of the preceding section, the txetreners shall render a ruling that
the trademark regisdtion is to be maintained.

(5) No appeal shall lie from a ruling under I&ection (4).

Formal Requirements of a Written @gsition, etc.

43quater—(1) A person filing an opposition to a trademark registration shall submit a
written opposition to the Commissioner of the Patent Office stating thewWolly

(i) the name and the domicile or residence of the opponent andgrisserdtive;
(i) an identification of the trademark regiation concerned in thepposition;
(i) the grounds of the opposition and an indian of the supporting evidence.

(2) An amendment of the written opposition subted under the precedinglssection
shall not change the gist thereof. However, this shall not apply to an amendment made to the
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matter pescribed in Paragraph (iii) of the precedindsaction before a lapse of 30 days after
the expration of the time limit prescribed in Sectioldis.

(3) The Commissioner of the Patent Office may, for the benefit of a person residing in
a place that is remote or difficult of access, extend uggnest or ex officio the period
prescribed in the precedinglssection.

(4) The trial examinem-chief shall transmit a copy of the written opposition to the
owner of the trademark right.

(5) Section 46(3) shall appipnutatis mutandisvhere the opposition has been filed.

Designation of Trial Examiners, etc.

43quinquies Sections 136(2) and 137 to 14#tbe Patent Law as applied under
Section 56(1) shall applyutatis mutandiso the collegial body under Sectiont#4g1) and
trial examiners constituting thereof.

Trial Clerk

43quinquiesbis—(1) The Commissioner of the Patent Office shall designatah tr
clerk for each case of oppidi®n to a trademark igstration.

(2) Section 144bi@) to (5) of the Patent Law as applied under Section 56(1) of this
Law shall goply to the trial clerk in the preceding sulzsen.

Conduct of Trial Examination, etc.

43sexies—(1) The trial examination of the opposition shall be conducted by
documentary examination. However, the trial examinechief may decide to conduct the
trial by oral trial on a motion by the owner of the trademark right, an opponent or an
intervenor, or ex officio.

(2) Sections 145(3) to (5), 146 and 147 of the Patent Law as applied under Section
56(1) of this Law shall applynutatis mutandiso the oral @amination in accordance with the
proviso to the preceding subsection.

(3) Where there is ground for interruption or suspension of the trial proceedings of an
oppostion and ruling thereon on the part of one of the joint owners of a trademark right, the
interruption or suspension shall have effect on all of them.

Intervention

43septies—(1) Any person who has a right with respect to the trademark right or any
other person who has antérest in the trademark right may intervene in the trial examination,
in order to assist the owner of the trademark right until the ruling on thesippn.
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(2) Sections 148(4) and (5) and 149 of the Patent Law as applied under Section 56(1) of
this Law shall applynutatis mutandiso the intervenor nder the preceding subsmsn.

Taking of Evidence and Preservation Thereof

43octies Sections 150 and 151 ofetPatent Law as applied under Section 56(1) of this
Law shall applymutatis mutandiso the examination and preservation of evidence in a trial
examination of oppason.

Trial Examination Ex Officio

43novies—(1) In atrial examination of an oppositioayen the grounds that have not
been pleaded by the mer of a trademark right, an opponent or intervenor may be examined.

(2) In atrial examination of an opposition, only the designated goods or designated
services chidenged by the opponent may be catesied in the trial examination.

Combination or Separation of TrialX@amination

43decies—(1) Trial examinations of two or more oppositions concerning the same
trademark right shall be cabined, unless special cirmstances exist.

(2) Trial examinationshtat have been combinedder the preceding subsection may
later be condued separately.

Withdrawal of Oppositions

43undecies—(1) An opposition to the trademark registration may not be withdrawn
after the notification under Section d@odecies

(2) Secton 155(3) of the Patent Law as applied under Section 56(2) of this Law shall
applymutatis mutandiso the withdrawal of the oppason.

Notification of Reasons for Revatton

43duodecies When the trial examinein-chief intends to render a ruling toveke, he
shall notify the owner of the trademark right and intervenor of the reasons for revocation of
the trademark registration and give them an opportunity to submit a statement of their
arguments, designating an adequate time limit.

Formal Requirementsf Ruling

43terdecies—(1) The ruling on the opposition shall be in ting and shall state
particulars mentioned below, and the trial examiners who have rendereditigestall have
their names and seals affixed thereto:

(i) the number of the opposiin case;
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(i) the name and the domicile or residence of the owner of the trademark right,
opponent and intgenor as well as of their repregatives;

(i) the identification of the registered traohark relating to the ruling;
(iv) the conclusions ofhe ruling and the reasons therefor;
(v) the date of the ruling.

(2) Once the ruling has been rendered, the Cossiomer of the Patent Office shall
transmit it to the owner of the trademark right, an opponenervenor and persons whose
demand to interene has been refused.

Applicationmutatis mutandisf Provisions on Trial

43quater decies—(1) Sections 133, 138s, 134(4), 135, 152, 168, 169(3) to (6) and
170 of the Patent Law as applied under Section 56(1) of this Law shall apgistis
mutandigto the trial examination of the omgsition and the ruling thereon.

(2) Section 48r(5) of this Law shall applynutatis mutandiso the ruling under
Section 135 of the Patent Law as applied under the precedbsgstion.

CHAPTER V
TRIAL

Trial Against Exanmer’s Decision of [&fusal

44—(1) A person who has received the examiner’'sisien that his application is to
be refused and is dissatisfied may demand a trial thereon within 30 days from the transmittal
of the examiner’s desion.

(2) Where, due to resons outside his control, a person is unable to demand a trial under
the preceding subsection within the time limiepcribed therein, he may, notwithstanding
that supsection, make the demand within 14 days (where he is a resident abroad, within two
montts) from the date when the reason ceased to be applicable but not later than six months
following the expiration of the said time limit.

Trial Against Ruling to Decline Amendment

45—(1) A person who has received a ruling to decline an amendment undesrSect
16biq1) and is disstisfied may demand a trial thereon within 30 days from the transmittal of
the ruling. However, this provision shall not apply when a new application for trademark
registration has been filed under Sectionet{l) of the Design L& as applied nder Section
17biq1) of this Law.

(2) Section 44(2) shall appinutatis mutandiso the demand for a trial under the
preceding substion.
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Trial for Invalidation of Trademark Regisdtion

46—(1) In the following cases, a trial may be demdied for the invalidation of a
trademark regisétion. In such event, if two or more items ofsignated goods or designated
services are covered by the trademark registration, the trial may be demanded with respect to
each of such designated goods origeated services:

(i) where the registration has been effectedtcary to Section 3, 4(1), 8(1), (2) or (5),
51(2) (including its application under SectionBg2)) or 53(2) or to Section 25 of the Patent
Law as @plied under Section 77(3) of this Law;

(i) where the registration has been effectedtcary to the provisions of a treaty;

(i) where the registration has been effected in respect of a trademark application filed
by a peson who has not succeeded to the right deriving from the trademgplicamon;

(iv) where, after the registration, the owner of the trademark right has become a person
who can no longer enjoy such right under Section 25 of the Patent Law as applied under
Section 77(3) of this Law or the registration no longer complief @itreaty;

(v) where, after the registration, the registered trademark has become a trademark
falling under Section 4(1)(i) to (iii), (v) and (vii) to (xvi).

(2) Even after the extinguishment of a trademark right, a trial under the preceding
subsectiormay be demanded.

(3) Where a trial under Subsection (1) has been demanded, the trial examuoteef
shall notify the owner of a right of exclusive use with respect to the trademark right and other
persons who have any registered rights relating tdrémemark rgistration.

46bis.—(1) Where a trial decision that the trademargisération is to be invalidated
has become final and conclusive, the trademark right shall be deemed never to have existed.
However, where a trademark registration falls un8ection 46(1)(iv) or (v) and a trial
decision that the trademark registration is to be invalidated has become final and conclusive,
the trademark right shall be deemed not to have existed from the time when the trademark
registration came to fall under &&n 46(1)(iv) or (v).

(2) In the case of proviso to the precedindpsection, where a time at which the
registered trademark came to fall under Section 46(1)(iv) or (v) cannot be established, the
trademark right shall be deemed not to have existed frwrdate of the registration of a
demand for a trial torivalidate the trademark registration.

47. Where a trademark registration has been effected contrary to Section 3, 4(1)(viii) or
(xi) to (xiv) or 8(1), (2) or (5), contrary to Section 4(1)(x) or (Xv{except where registration
was obtained with the intention of violating the rules of fair competition) or contrary to
Section 4(1)(xv) (Bcept where the registration was obtained fofair intention), or where a
trademark registration falls under Sexcti46(1)(iii), a trial on the trademark registration may
not be demanded under Section 46(1) after five years from the ragistof the
edablishment of the trademark right.
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48. [Deleted
49. [Deleted]

Trial for Cancellation of Trademark Registiion

50—(1) Where neither the owner of the trademark right nor the owner of a right of
exclusive use nor the owner of a right of Rerclusive use has been continuously using, in
Japan for three years or more, the registered trademark (includingemimedonsisting of
identical characters only with their fonts modified, trademarks which, with their indication
mutually replaced in character of bfjana and katakana (Japanese phonetic characters) and
Latin alphabet may imply an identical pramtiationandconcept, a trademark consisting of
figures common in appearance and other trademagesded to be generally accepted as
identical with the registered trademaskereinafter referred to in this Section as “registration
trademark”) in respect of each item tiet designated goods or designated services, any person
may demand a trial for the cancellation of registration of thedaraatk with respect to such
designated goods or slgnated services.

(2) In the case where a trial under the preceding subsectiohdeasdemanded, unless
the defendant can prove that either the owner of the trademark right or the owner of a right of
exclusive use or the owner of a right of rerclusive use has used in Japan within three years
prior to the registtion of the demand fothe trial the registered trademark in respect of any
item of the designated goods or designated services to which the demand referred to relates,
the owner of the trademark shall not avert the cancellation of the registered trademark for the
designated gods or designated services. However, this provision shall not apply where the
defendant justifies that there argitimate reasons for the failure to use the segied
trademark in respect of the designated goods or designated services.

(3) Where a rgistered trademark of which therozellation trial has been demanded
under Subsection (1) is used by the owner of the trademark right or the owner of a right of its
exclusive use or its neaxclusive use in respect of the designated goods or designated
sewices to which the demand referred to relates from three months befereand for such
cancellation till the date of the registration of the demand, such a use ofgistered
trademark shall not fall under the use of the registered trademark referire@ubsection (1)
provided that the demandant proves that the registered trademark was used with the
knowledge that the cancellation trial for the registered trademark had been demanded.
However, this proision shall not apply where the defendant jiissi that there are legitimate
reasons for such use of the retigred trademark.

51—(1) Where the owner of the trademark right imtienally uses a trademark similar
to the regstered trademark in respect of the designated goods or designated senvices, o
intentionally uses the registered trademark or similar trademasspect of goods or services
similar to the deginated goods or designated services in a way which may be misleading as to
the quality of the goods or services or which may cause camfusith goods or services
connected with any other pon’s business, any person may demand a trial for the
cancellation of the traanark registration.
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(2) Where a trademark registration has beemceded under the preceding subsection,
the former owner bthe trademark right may not obtain a trademark registration of the same
or a similar trademark, for the designated goods or designated services covered by the
trademark registration or for goods or services similar thereto, until five years have elapsed
since the date when the trial decision ordering cancellation became final and conclusive.

52. The trial under Section 51(1) may not be demanded after five years from the date
on which the owner of a trademark right ceased to use the trademark in thermafienesd to
in that subsection.

52bis—(1) Where, as a result of the transfer of a &radrk right, the trademark right
to a similar rgistered trademark that is used for identical goods or services or the identical or
similar registered trademark thiatused for similar goods or sepes comes to belong to a
different owner and where the use of one registered trademark by its owner is use, with an
intention of violating the rules of fair competition, of the registered trademark for its
designated goods designated services in a way which may cause confusion with goods or
services connected with the business of the owner of other registered trademark or the owner
of the right of its exclusive or neexclusive use, any person may demand a trial for the
cancellation of the traanark registration.

(2) Sections 51(2) and 52 shall apphutatis mutandiso the trial under Subsection (1).

53—(1) Where the owner of a right of exclusive or nerclusive use uses the
registered trademark or a similar tradekgr respect of the designated goods or designated
services or goods or services similar thereto in a way which may be misleading as to the
quality of the goods or services or which may cause confusion with goods or services
connected with any other perssiusiness, any person may demand a trial for the
cancellation of the trademark registration. However, this fgion shall not apply where the
owner of the tradmark right was both unaware of the fact and takipgr@priate care.

(2) Where a trademartegistration has been ieeled under the preceding subsection,
the former owner of the trademark right and the former owner of the right of exclusive er non
exclusive use who had used the mark in the way referred to in the preceding subsection may
not obtan a trademark registration of the registered trademark or a similar trademark, for the
designated goods or designated services covered by the tradegiatkaten or for goods or
services similar thereto, until five years have elapsed since the dateth&ial decision
ordering cancellation became final and conclusive.

(3) Section 52 shall applgnutatis mutandiso the trial under Subston (1).

53bis. Where a registered trademark is the trademark of a person who has the right to
the trademark im country party to the Paris Convention or a Member of the World Trade
Organization or a country party to the Trademark Law Treaty (but only where such right is
equivalent to the trademark right) or is similar to such a trademark, and the goods or services
relating to such right or similar goods or services have been made the designated goods or
designated services, and moreover the trademark application concerned was made, without a
legitimate reason and without the authorization of the person who hagtié¢o the
trademark, by his agent or representative or by a person who was his agent or representative at
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any time during the year preceding the filing date of the application, the person who has the
right to the trademark may demand a trial for thea=tation of its regstration.

53ter. The trial under Section B8s may not be demanded after five years from the
registration of the gablishment of the traanark right.

54—(1) When a trial decision ordering cancellation of a trademark registration ha
become final and awlusive, the trademark right shall from thabment become
extinguished.

(2) Notwithstanding the preceding subsection, a trademark right shall be deemed to
have extnguished on the date of registration of a demand for the trial wiher&ial decision
that a trademark registration is to be canceled leasie final and conclusive on the trial
under Setion 50(1).

55. Section 46(3) shall applynutatis mutandiso the trials demanded under Sections
50(1), 51(1), 5Bis(1), 53(1) and 5Bis.

Special Provisions for Trials AgainstxBminer’s Decision of Bfusal

55bis.—(1) Section 1bisand 1%er of this Law shall @ply mutatis mutandisvhere a
reason for refusal which was not contained in the examiner’s decision is found in the trial
underSection 44(1).

(2) The provision of Section 16 shall apply where a demand made under Section 44(1)
is to be allowed. However, this provision shall not apply where a trial decision is made for a
trademark application to be further examined under Sedi&fi{1) of the Patent Law as
appliedunderSubsection (1) of the following section.

(3) Sections 1bis of this Law and Section X&r of the Design Law shall applyutatis
mutandisto a trial under Section 44(1) of this Law. In such a case, “has demaniiedl a
under Section 45(1)” in Section b&(4) shall read “has instituted awctéon under Section
63(1)".

Applicationmutatis mutandisf Patent Law

56—(1) Sections 131(1) and (2), 132 to 188 134(1), (3) and (4), 135 to 154, 155(1)
and (2), 156 to %8, 160(1) and (2), 161 and 167 to 170 (effects of trial decision, demands for
trial, trial exaniners, trial proceeding, relationship with liigon and costs of trial) of the
Patent Law shall applgnutatis mutandi$o trials under this Law. In such asa “Section
123(1) or 125is(1)” in Sections 132(1), 145(1), 167 and 169(1) of the Patent Law shall read
“Section 46(1), 50(1), 51(1), %2s5(1), 53(1) or 5dis of the Trademark Law,” and “Section
121(1)” in Section 161, and “Section 121(1) or 126(1)” iecBon 169(3) of the Patent Law
shall read “Section 44(1) or 45(1) of the Trademark Law”

(2) Section 155(3) (withdrawal of demand for trial) of the Patent Law shall apply
mutatis mutandi$o the trial under Section 46(1).

JPO38EN  Marks, Law (Consolidation), page39/67
13/04/1959 (22/12/1999), No. 127 (No. 220)



K=17 Collection of Laws for Electronic Access JAPAN

Applicationmutatis mutandisf Design Law

56bis. Section 51 of the Design Law shall apphutatis mutandiso a trial under
Section 45(1) of this Law.

CHAPTER VI
RETRIAL AND LITIGATI ON

Demand for Retrial

57—(1) Against a final and conclusive ruling tevoke or a final and conclusiveial
decision or retrial decision, the party concerned or ameigor may demand a&trial.

(2) Sections 338(1) and (2) and 339 (grounds for retrial) of the Code of Civil Procedure
(Law No. 109 of 1996) shall applynutatis mutandiso demands for a regial under the
precaling subsection.

58—(1) Where the demandant and the defendant in a trial have in collusion caused a
trial decision to be rendered, with the purpose of injuring the rights or interest of a third
person, such person may demand a reagainst the final and conasive tial decision.

(2) In such aretrial, the demandant and tleeeddant shall be made joint deféants.

Restriction on Effects of Trademark Righas®ored by Retrial

59. Where a trademark right relating to a revokedroralidated or canceled trademark
registration has been restored through a retrial, the effects of the trademark right shall not
extend to the flowing acts:

() the use in good faith of the registered teathrk in respect of the designated goods
or desgnated services after the ruling to revoke or the trial or retrial decision became final
and conalsive but before the registration of the demand fostaa;

(i) the acts mentioned in each paragraph ofttea 37 performed in good faith after
the ruling to revoke or the trial or retrial decision became final and conclusive but before the
registration of the demand for a retrial.

60—(1) Where a trademark right relating to a revoked or invalidated or canceled
trademark registration has been restoredufh a retrial, or where the establishment of a
trademark right under a trachark application which was refused by a trial or retrial decision,
has been registered through a retrial, and where a person has, in good faith, been using the
registered trademhin Japan or a trademark similar thereto on the designated goods or
designated services or goods or serviceslainmthereto after the ruling to revoke or theairor
retrial decision became final and conclusive but before the registration of the déomand
retrial and, as a result, the trademark has becomekmellvn among consumers as indicating
the goods or services as being connected with his business at the time of registration of the
demand for a retrial, such person shall have a right to useabdemark in the goods or

JPO38EN  Marks, Law (Consolidation), page40/67
13/04/1959 (22/12/1999), No. 127 (No. 220)



K=17 Collection of Laws for Electronic Access JAPAN

services provided that he does so continuously. The same shall apply in the case of a person
who has succeeded to the businessceoned.

(2) Section 32(2) shall appiynutatis mutandiso the preceding subston.

Applicationmutatis mutandi®f Provisions of Trial

60bis.—(1) Sections 4ter, 43quinquieso 43ovies 43duodecieto 43quaterdeciesof
this Law, Setions 131(1) and (2), 132(3), 154, 155(1) and 156 of the Patent Law as applied
under Section 56(1) of this Law and $ien 155(3) of the Patent Law as applied under
Section 156(2) of this Law shall apphgutatis mutandiso a retrial against the final and
conclusive ruling to revoke.

(2) Section 56is shall applymutatis mutandiso a retrial against the final and
conclwsive trial decision on a trial under Section 44(1).

(3) Section 56is shall applymutatis mutandiso a retrial against the final and
conclusive trial decision on a trial under Section 45(1).

Applicationmutatis mutandisf Patent Law

61. Section 173 (tne limit for demand for retrial) and Section 174(3) and (5)
(application of proisions on trial, etc.) of the Patent Law shalpty mutatis mutandiso
retrials under this Law. In such a case, “Section 123(1) obi@®b)” in Section 174(3) of the
Patent Law shall read “Sgon 46(1), 50(1), 51(1), 94s(1), 53(1) or 5®is of the Trademark
Law”.

Applicationmutatis mutandisf Design Law

62—(1) Section 58(2) of the Design Law shall apphytatis mutandiso a retrial
against the final and conclusivedtidecision on a trial under Section 44(1) of this Law.

(2) Section 58(3) of the Design Law shall apphytatis mutandiso a retrial against the
final and conclusive trial decision on a trial under Section 45(1) of this Law.

Actions Against Trial Decisius, etc.

63—(1) An action against a ruling to revoke or &lirdecision or a ruling to decline an
amendment under Sectionli§(1) as applied under Section&§(3) (including its
application under Section 63(2)) or an action against a ruling of disseal of a written
opposition or a demand for aat or retrial shall come under the exclusivegigdiction of the
Tokyo High Court.

(2) Section 178(2) to (6) (time limit for instition of action, etc.) and Sections 179 to
182 (defendant in the actiomotification of institution of action, annulment of trial decisions
or ruling, and sending of certified copy of judgment) of the Patent Law shall apptgtis
mutandisto actions under the preceding subsection. In such a case, “Section 123(1) or
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125big1)” in Section 179 of the Patent Law shall read “Section 46(1), 50(1), 51(bjs&3,
53(1) or 5dis of the Trademark Law”

Relationship Between Administrative Appeal and Litigation

63bis. Section 184bigrelationship between administive appeal and liigation) of the
Patent Law shall applgnutatis mutandiso actions for the annulment of measures (with the
exception of meaures under Section 77(7)) taken under this Law or an order or ordinance
thereunder.

CHAPTER VII
DEFENSIVE MARKS

Registrability of efensive Marks

64—(1) The owner of a trademark right may, when his registered trademark in respect
of goods has é&come weltknown among consumers as indicating the designated goods as
being connected with his busgss and when the use of the registerademark by any other
person in respect of goods other than the designated goods covered by the registered
trademark and goods similar thereto or services similar to the designated goods is likely to
cause confusion between such goods or services ane#igndited goods in connection with
his business, obtain a defensive mark registration of a mark identical with the registered
trademark with espect to goods or services for which such plodisy of confusion exists.

(2) The owner of a trademark right mavhen his registered trademark in respect of
services has become well known among consumers as indicating the designated services as
being connected with his business and when the use of the registered trademark by any other
person in respect of sapesother than the designated services covered by the registered
trademark and services similar thereto or goods similar to the designatéckesasdikely to
cause confusion between such services or goods and designated servicegttioa with
his bushess, obtain a defensive mark registration of a mark identical with theieesl
trademark with respect to services or goods for which such possibility of confusion exists.

Conversion of Applications

65—(1) An applicant may convert his application fisademark registration into an
application for registration of a defensive mark.

(2) An application may not be converted under the preceding subsection after the
examiner’s decision or the trial decision with respect to the agipdic has become final ah
conclsive.

(3) Sections 10(2) and (3) and 11(4) shall appiytatis mutandiso the case of
conversion of an application under Subsection (1).

Term of Right Based on Defensive MarlgiRration
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65bis—(1) The term of a right based on a defensive nradgstration shall be 10 years
from the date of the registration of its establishment.

(2) The term of a right based on a defensive mark registration may be renewed by
making a request for registration of a renewal of its registration. However, thisspov
shall not apply where the registered defensive mark has become notatagisinder Section
64.

Registration of Renewal of Term of Right Based on Defensive Mayistraion

65ter.—(1) Any person desiring registration of renewal of the term ofjatrbased on
a defensive mark gestration shall submit a request to the Comssioner of the Patent Office,
stating the follaving:

() the name and the domicile or residence of the applicant;
(ii) the registratiomumber of the defensive mark;

(i) other necessary particulars as prescribed by an ordinance of the Ministry of
Economy, Trade and Industry.

(2) An application for registration of the renewal shall be made within six nmequribr
to the date of the expiration of the term.

(3) Where a persodesiring registration of remval of a right based on a defensive
mark registation has been unable to make an application for registration of renewal of that
right within the time limit allowing him to make such application under the preceding
subsection de to reasons daside his control, he may make such application within 14 days
(where he is a resident abroad, two months) from the date on which the reasons ceased to be
applicable but not later than six months following the eaoan of the said time hnit.

(4) When an application has been made for stegiion of renewal of the term of the
right based on a defensive mark registration, the term shall be deemed to have been renewed
upon expiration of the term (or, in case of an application under theegneg subsection, on
the filing date of such application). However, this provision shall not apply when the
examiner’s decision or trial desion that the application is to be refused hasdme final and
conclusive or when renewal of the term of the tipased on a defensive mark reigation has
been registered.

65quater—(1) Where an application for registration of eeval of a right based on a
defensive mark regisdtion falls under any of the following paragraphs, the examiners shall
make a decisiothat the @plication is to be refused:

(i) the registered defensive mark in such apgilan has become not registrableder
Section 64;

(i) the applicant is not the owner of the right based on the defensive mark stigisir
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(2) Where the examineirfds no reasons for reging an application for registration of
renewal, he shall make a decision that the renewal is to be registered.

65quinquies Section 14 and 1%s of this Law, Sections 48 lusion of examiners)
and 52 (formal requirements of demn) of the Patent Law shall appiyutatis mutandiso an
examination of an application for registration of renewal of a right based efeasive mark
registration.

Registration of Renewal of Term of Right Based on Defensive Mayistraion

65sexies—(1) When a registration fee under Sectiorséptie2) has been paid, the
renewal of the term of the right based on the defensive majktration shall be registered.

(2) Upon the registration under the precedingsection, the following shall be
publshed in the Trademark Gazette:

(i) the name and the domicile or residence of the owner of the right based on the
defensive mark registration;

(i) the registration number and the date of@emal registation;

(iif) other necessary particulars.

Registrdion Fees

65septies—(1) A person who obtains registration of a right based on a defensive mark
registration shall pay the amount of 66,000 yen per case or this amount multiplied by the
number of classes of the clafssation of goods and services as gisdration fee.

(2) A person obtaining registration of renewal of the term of a right based on a
defensive mark mgstration shall pay the amount of 130,000 yen per case or this amount
multiplied by the number of classes of the classification of goodssamitces covered, as a
registration fee.

(3) Section 40(3) to (6) shall appiputatis mutandiso the preceding two subsiens.

Time Limit for Payment of Registration Fees

650cties—(1) The registration fee under Sectiors@ptie§l) shall be paid witim 30
days from the date of the transmittal of the examiner’s decision or the trial decision that the
defensive mark is to be gestered.

(2) The registration fee under Sectionsgfptie§2) shall be paid within 30 days from
the date of the transmittal ¢cthie examiner’s decision or a trial decision that the renewal of a
right based on a defensive mark registration is to be registered (where such transmittal is
made before the date of the expiration of the term of a right based on a defensive mark
registraton, the date of the expiration of the term).
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(3) Upon the request of a person liable to pay a registration fee, the Commissioner of
the Patent Office may extend the period prescribed in the preceding two subsections by a
period not exceding 30 days.

Payment of Registration Fee by anterested Peson

65novies—(1) Any interested person may pay a registration fee prescribed in Section
65septiefl) or (2) even against the will of the person liable to pay the reagistr fee.

(2) An interested person whuas paid a regisdtion fee under the preceding subsection
may demand reimbursement of the expenditure to the extent that the person liable to pay the
registration fee is actlig making a profit.

Refund of Registration Fee Paid by ke or in Excess

65decies—(1) A registration fee paid by mistake or iRaess under Section
65septiefl) or (2) shall be refunded on the request of the person making timeqrd.

(2) No refund of a registration fee under the preceding subsection may be requested
after oneyear from the date of payment.

Dependence of Right Based on Defensive Mark $&egjon

66—(1) The right based on a defensive mark regigtn shall be extinguished if the
principal tragemark right has beenidded.

(2) The right based on a defensiverk registetion shall be transferred together with
the principal trademark right if the principal trademark right is transferred.

(3) The right based on a defensive mark regigin shall be extinguished if the
principal tragémark right is extinguished.

(4) Where a trademark right is deemed to have been extinguished under the provision
of Section ®(4), the effect of the right based on a defensive mark relating to the trademark
right restored under the provision of Section 21(2) shall not extend tgpees$sribed in the
paragraphs of the following section before the term of the trademark steegd under the
provision of Section 21(1) after the lapse of a period during which an application for the
registration of a renewal of the trademark may bedias prescribed in Article 20(3).

Acts Deemed to be an Infringement

67. The following acts shall be deemed to be afrfingement of the principal trademark
right or a right of exclusive use:

(i) use of a registered defensive mark in respect of the dagégl goods or degiated
services;
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(i) acts of holding, for the purpose of assigent or delivery, the designated goods on
which or on the packaging of which the registered defensive mark has ppked

(i) acts of holding or importing articles wbh are for use by persons to whom the
services are provided and to which the registered defensive mark has been applied, in the
provision of the designated services, for the purpose of using such articles in the provision of
such sevices;

(iv) acts of @signing or delivering articles which are for use by persons to whom the
services are provided and to which the registered defensive mark has been applied, in the
provision of the designated services, for the purpose of causing such articles to bethged in
provision of such service, or acts of holding or importing sudltlas for the purpose of
assigning or delivering them;

(v) acts of holding goods bearing a reproduction of the registered defensive mark for
the purpose of using such a mark in respddhe designated goods or designated services;

(vi) acts of assigning or delivering, or of ltbhg for the purpose of assignment or
delivery, goods bearing a reproduction of the registeefersive mark, for the purpose of
causing suchefensive mark® be used in respect of the dgsated goods or designated
services;

(vii) acts of manufacturing or importing goods bearing a reproduction of the registered
defensive mark for the purpose of using such defensive mark, or causing it to be used, in
respecbf the desgnated goods or designated services.

Applicationmutatis mutandisf Provisions on Trademarks

68—(1) Sections 5, bis, 6(1) and (2), Bisto 10, 1dis, 13(1)and 1dis shall apply
mutatis mutandiso applications for the registration of defive marks. In such a casyjii)
the designated goods or designated services and the class of classification of the goods and
services as @scribed by Cabinet Order referred to in Section 6§8)Section 5(1) shall read
“(iii) the despnated goods orekignated services and the class of classification of the goods
and services as prescribed by Cabinet Order referred to in Section(8(Rhe registration
number of the prinipal trademark registration to which the apgtion for registration of the
defensive markdates, “(iv) where designated goods or designated services are not’stated
in Section bis(1) shall read (iv) where designated goods or designated services are not
stated; and (v) the registration number of the principal trademark tegfisn to which the
application for registration of thestensive mark relates is not stateand” Section 37'in
Section 13bib) shall read Section 67 (with the exception of the proportion relating to
Paragraph (i))

(2) Sections 14 to Ih&sand Setions 16 to 1Bis shall applymutatis mutandiso the
examination of applications for the registration of a defensive mark. In such a case, “Section
3, 4(1), 8(2) or (5), 51(2) (including its application undectm 52bis(2)) or 53(2)” in
Section 15(ishall read “Section 64"
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(3) Sections 18, 26 to 28s, 32 to 33er, 35 and 69 shall applsnutatis mutandiso a
right based on a defensive mark registration. In such a tHseregistration fee under
Section 40(1) or the registration fee due to be paitthin 30 days from the date of the
transmittal of the examinks decision or a trial decision that the trademark is to be registered
under Section 4dis(1)” in Section 18(2) shall reada registration fee under Section
65septiefl)”.

(4) Section 4Bisto 46bis, 53bis 53ter, 54(1) and 56isto 56bis shall applymutatis
mutandisto an opposition to and a trial relating to thejisdration of a defensive trademark.
In such a case, “Section 3, Section 4(1), Section 8(1), (2) or (5), Section 51(2) (irgcitglin
application under Section 6&(2)), Section 53(2)” in Section 48s(i) and 46(1)(i) shall read
“Section 64” and “where, after the registration, the registered trademark has become a
trademark falling under Section 4(1)(i) to (iii), (v) and (vii) @evi)” in Section 46(1)(v) shall
read “the trademark gestration has come be contrary to the provision of Section 64”

(5) Sections 57 to @ds shall applymutatis mutandiso a retrial and an action relating
to the registration of a defensive trademahik.such a case, “each paragraph of Section 37" in
Paragraph (ii) of Section 59 shall read “Paragraphs (ii) to (vii) of Section 67” “a trademark
right relating to a revoked or invalidated or canceled trademark registration” in Section 60
shall read “a rigpt based on a defensive mark registration relating to a revoked or invalidated
or canceled defensive mark registration” and “a trademark registration application” shall read
“an application for the registration of a defensive mark or an application faietstration of
a renewal of a right based on a defensive mark registration” and “thielisetaent of a
trademark right” shall read “thes@blishment of a right based on defensive mark registration
or registration of renewal of its term” and “the re@std trademark ... or a trademark similar
thereto ... on designated goods or designated services or goods or servitaasisareto”
shall read “identical trademark with the registered dsefee mark’

CHAPTER VIIBIS
SPECIAL PROVISIONS WDER THE PROTOCOL OF THE MADRID AGREBVENT

1. Application for International Re gistration

Application for International Regisation

68bis.—(1) A Japanese national or an alien who is doiled or resident (or, in the case
of a legal atity, established) in Japan, who desito seek an international registration
(hereinafter referred to dshe international registratipas referred to in Article 2(1) of the
Protocol Rdlating to the Madrid Agreement Concerning tigdrnational Registration of
Marks as adopted at Madrid on June 27, 1989 (hereinafter referred tioeaBrotocdl), shall
file with the Commssioner of the Patent Office an application (&eafter referred to as
“international appliation”), as referred to in Article 2(2) of the 8tocol, based on either one
of the following paegraphs. In such a case, where it complies with the requirement specified
in an ordinance of the Ministry of Economy, Trade and Industry, two or more persons may
make a joint internationalpgplication:
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() their application for tradeark registration or for defensive mark registration
pending with the Patent Office (hereinafter referred téegplication for trademark
registration, et¢);

(i) theirtrademark registration or defensive mark registration (hereinafter referred to as
“trademark registration, etg.

(2) Any person desiring to file an international application shall submit the form
prescribed by the Registrations under the Protocol (hereinafter in this Chapter referred to as
“the request and necessary docunigrgeepare in a foreign language, as provided for in an
ordinance of the Ministry of Economy, Trade and Industry.

(3) The following particulars shall be indicated in theguest:

(i) the names of the Contracting States of the Protocol for which the protecttbe of
trademarks relating to the international application is sought;

(i) the goods or services in respect of which protection of the mark relating to the
interretional application is sought, and the class or classes of the classification prescribed by
Calinet Order in Section 6(2).

(4) Any person desiring to seek the application of Article 3(3) of the Protocol for
trademarks or marks relating to the international application shall indicate in the request a
statement to that effect and a description of¢bkr or the conbination of colors affixed, and
also shall append to the request copies in color of the trademarks or marks or of the registered
trademarks or regiered defensive marks relating to the application for trademarktration,
etc.

68ter.—(1) The Commissioner of the Patent Office shall transmit the request of the
international appliation and necessary documents to the International Bureau as referred to in
Article 2(1) of the Potocol (hereinafter referred to aghe Interational Bureai).

(2) In the case of the preceding subsection, the Commissioner of the Patent Office shall
certify that the particulars appearing in the internadilbapplication correspond to the
particulars @pearing in the basic application, etc. or in the basic tegisn, etc. and also
indicate the date of the international application.

(3) In the case of Subsection (1), the Commissioof the Patent Office shall transmit
to the gplicant for the said international application a copy of the request of the itiamah
appliction transmitted to the International Bureau.

Later Designation

68quater. As provided for in an ordinance of the Ministry of Economy, Trade and
Industry, the holder of international registration may presaeguest for territorial extensimo
to the Commissioner of the Patent Office under Articler®f the Protocol (hereinafter
referred to asthelater designatiof).
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Request for Renewal of International Regasiton

68quinquies As provided for in an ordinance of the Ministry of Econoriiyade and
Industry, the holder of international registration may present a request for renewal of his
international registration to the Commissioner of the Patent Office undesléd(1) of the
Protocol (hereinafter referred to ahe renewal of the imrnational regisation”).

Request for Recordal of Change in the Ownership of InternationalsRatgon

68sexies—(1) As provided for in an ordinance of the Mstiy of Economy, Trade and
Industry, the holder of international registration or hésigneemay present a request for the
recordal of change in the ownership of the internationgisteation to the Commissioner of
the Patent Office under Article 9 of the Protocol (hereinafter referred tthaschange in the
ownership of the international reggation”).

(2) The request as referred to in the preceding subsection may be made in respect of all
or some of the Contracting Parties in whose territories the said registration has effect and in

respect of all or some of the goods or services listetiéregstration.

Applicationmutatis mutandisf Provisions on Application for Trademark Registion

68septies Sections 17(3flimited to the proportion relating to Paragraph (iii)) and
18(1) of the Patent Law as applied under Section 77(2) of thisdteall goply mutandisto
the international applation, the later designation, thequesfor the renewal of international
registration and theequest for the recordal of change in the ownership of international
registetion.

Delegation to Ordinance oht Ministry of Economy, Trade and Industry

68octies In addition to the matters provided for in @®ns 6&isto 68septies
necessary details for implementitige Protocol and the Regulations thereunder shall be
provided for in an ordinance of the Minrgtof Economy, Trade and Industry, relating to the
international application, the later designation, the request for the renewal of international
registration and the request for the recordal of change in the ownership ofattsal
registration.

2. Special ProvisionsRelating to Application for International Registration

Trademark Application Based on Request for TerritoEatension

68novies—(1) A request for territorial extension witlespect to Japan shall be
considered to be an appétion for tademark registration having been filed on the date of
international registration made in accordance with Article 3(4) of theoeobthereinafter
referred to asthe date of intenational registratiof). However, in the case of later
designation, undehrticle 3ter(2) of the Protocol, the application for trademark registration
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shall be considered to be the ajgpltion having been filed on the date (hereinafter referred to
as“the date of later designatitnon which later designation is recorded in tlegister of the
International Register defined inréicle 2(1).

(2) The matters specified in the ldftand column of the following table contained in the
Interretional Register of the international registration with respect to Japan shall be
considered tde the matters specified in the righand column of the following table stated in
the request of gplication for trademark registration filed under Section 5(1):

The name and the danile of the The name and theadnicile or

holder of the international gestration residence of the applicant for a trademark
registetion

The mark registered in the The mark for which registration is sought
International Rgister

The goods or services listed in the The designated goods or designated
interretional registration and the class of thesenices and the class of the classification [of
classification of goods or sefices goods or services as prescribed by Cabinet

Order referred tan Section 6(2)

SpecialProvisions for Time of Filing of Application for Internatioh&irademark Regtration

68decies—(1) Where a registered trademark (hereinafter in this Section referred to as
“the registered traminark based on international registratiprelaing to the request for
territorial extension aesidered to be an applicat for trademark regiration under
68novie¢l) (hereinafter in this Chapter referred to“ése application for intenational
trademark registratidn is identical with a trademark prior to the trademark regtgin
(excluding trademarks based on intdroaal registration;hereinafter in this Section referred
to as“the registered trademark based on national registrgtiand the designated goods or
desgnated services relating to the registeredemadrk based on international registration are
the sane as the designated goods or designatedesgvelating to the registered trademark
based on the national registration, and also where the trademark holder of the registered
trademark based on the international registration and thenadk holder of egistered
trademark based on the national registration are identical, the appti¢or international
trademark registration shall be deemed to have been made to the extent that such scope has
overlapped on the date of the application for trademark tegisn relating to the registered
trademark based on the national registm.

(2) Section 68duotricig8) and (4) shall applynutatis mutandiso the application for
interretional trademark registration in the preceding subsection.

Special Provisions for Time of Filing of Appéitton
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68undecies For the purpose of Section 9(2) for the apglion international trademark
registration,’simutaneously with the trademark applicatian Section 9(2) shall read
“within 30 days from the date of filing of thapplication for international trademark
registietion”.

Special Provisions for Division of Apphtions

68duodecies Section 10 shall not apply to applications faternational trademark
registration.

Special Provisions for Conversion of Ap@tons

68terdecies Sections 11 and 65 shall not apply to applications for international
trademark rgistration.

Special Provisions for Matters Published in Trademark Gazette
Relating to Pulikation of Appliations

68quater decies For the purpose of Section 12[f) for to appications for
international trademark registratidithe number and date of application for trademark
registrationi in Section 1Bis(2) (ii) shall read‘the number of the international registration
and the date of the international regisimat(in the case of international trademark registration
relating to late designation, the date of latesmpationy.

Special Provisions for Proceedings for Prity Claim under the Paris Convention, etc.

68quindecies—(1) Section 43(1) to (4) of the Rent Law, as pplied under Section
13(1) of this Law shall not apply to the applications for internationalenaatrk registration.

(2) For the purpose of Section 43(1) of the Patent Law, as applied under Section
43bigq3) of the said Law as applied undee@ion 13(1) of this Law for applications for
international trademark registion, “simultaneously with the patent applicatian the said
Section 43(1) shall redtwithin 30 days from the date of filing of the application for
international trademark regratiori.

Special Provisions for Rights Resab from Applications for Trademark Regiation

68sedecies—(1) For the purpose of Section 34(4) of the Patent Law, as applied under
Section 13(2) of this Law for applications for international trademagisteation,“the
Commissioner of the Patent Office... except in the case of inheritance or otherade
successichin Section 34(4) of the Patent Law shall rédde International Buredu

(2) Section 34(5) to (7) of the Patent Law gspéied under Sectio 13(2) of this Law
shall not apply to the applications for international gacrk registration.
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Dealing withApplications for International Trademark Registration Resulting from Change
in the Ownership of an International Registration

68septies deciesWhere all or some goods or services listed in the international
registration has beenvdded and assigned resulting from change in the ownership of an
international trademark registration, thgpication for international trademark registration
shall beconsidered to have become applications for trademark registration with respect to
each of holder after the change.

Special Provisions for New Agphtion for Tracemark as Amended

68duodevicies—(1) Section 17(3) of the Design Law as applietter Sectiorl 7bis(1)
or Section 56is(3) (including its application under Section bBi3(2)) of this Law shall not
apply to the applications for international trademark registn.

(2) Section 17(4) of the Design Law, as applied under Sectidns{2) of this Law
shall not apply to the applications for international trademark registration.

Special Provisions for Registration of Estabimisent of Trademark Right

68undevicies—(1) For the purpose of Section 18(2) for apptions for international
trademark registratig “when the registration fee under Section 40(1) or the registration fee
due to be paid within 30 days from the date of the transmittal of the exaraidecision or
the trial decision that the trademark is to be registered under Sectims(¥1has beepaid’
in Section 18(2) shall reatvhen the examinés decision or the trial decision that the
trademark is to be registered has beeardered.

(2) For the purpose of Section 18(3) for apptions for international trademark
registration,’the number ad date of the application for traghark registratiohin Section
18(3)(ii) shall read'the number of the international registration and the date of the
international registration (the date of later designation in the case of the application for
international trademark regisdtion with respect tahelater designatiofi,and“the registration
number and date of the regiation of the establishmehin Section 18(3)(v) shall readte
number of the international resjiation and the date of the registratiohthe establishmeht

Effects of Extinguishment of Intextional Regstration

68vicies—(1) Where all or some of the international retgation on which it is based
has been extinguished, application for international trademark rat@stshall be demed to
have been withdrawn to the extent all or some of the designated goodsgmated services
has beenxinguished.

(2) Where all or some of the international retgation on which it is based has been
extinguished, the trademark right which hagbegranted the registration of the establishment
under Section 18(2) as applied under Sectionrgeviciegl) (hereinafter referred to dshe
trademark right based on the international registrddighall be deemed to have been
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extinguished to the extetitat all or some of the designated goods or glesied services has
been atinguished.

(3) The effects under the preceding two suttems shall come into force from the date
on which the international registration in the InternatibRegister has beeaxtinguished.

Term of Trademark Right Based amtérnational Registration

68unvicies—(1) The term of a trademark right based on thernational registration
shall be ten years from the date (the date of its latest renewal, if the term of international
registration has beemmewed prior to the registration of the estabiigent of the trademark
right) of the international rgistration.

(2) The term of the trademark right based on the international registration may be
renewed on the renewal of the teritloe international regisétion.

(3) When the term of the international regaton has been renewed, the term of the
trademark right based on international registration shall be deemed to have been renewed
upon expiration of the term.

(4) When the tem of the international regisdtion has not been renewed, the trademark
right based on international registration shall be deemed to have been extinguished
retroactively from the time of the expiration of the term.

Special Provisions for Registration of Rawval of Term

68duovicies—(1) Sections 19 to 22 and 23(1) and (2) shall not apply to the trademark
rights based on the imteational rejistration.

(2) For the purpose of Section 23(3) for the trademark rights based on the international
registration, “registration in the preceding two bsection in Section 23(3) shall redtthe
renewal of the term of international registratiband“the number of registration and the date
of the registration of renewaln Section 23(3)() shall read'the number of iternational
registation and the date of renewal of the term of imtational registratioh

Special Provisions for Division of Trademark Rights

68tervicies Section 24 shall not apply to the trademark rights based on the international
registetion.

Specal Provisions for Transfer of Collective Trademark Right

68quater vicies—(1) The collective trademark right trademark rights based on the
international registration may not be transferred, except in the case where the documents
prescribed in Section 7(&ye submitted.

(2) Section 24(3) shall not apply to the trademark rights based on international
registetion.
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Special Provisions for Surrender of Trademark Rights

68quinvicies—(1) The owner of the trademark rights based on the international
registration may surrender his trademark rights.

(2) Section 97(1) of the Patent Law as appliedier Section 35 of this Law shall not
apply to the trademark rights based on the internationastragjon.

Special Provisions for Effects of Registration of TradenRidhts

68sevicies—(1) The transfer, extinguishment by surrender or restriction on disposal of
the trademark rights based on the international registration shall be of no effect unless it is
registered.

(2) Section 98(1)(i) and (2) of the Patent Law gpked under Section 35 of this Law
shall not @ply to the trademark rights based on the inéiomal registration.

Special Provisions for Regration in Trademark Register

68septies vicies—(1) For the purpose of Section 71(1)(i) for the trademarkisdiased
on the international regiration,“the establishment, renewal of terniyidion, transfer,
change, extinguishment, ressibon or restriction on the disposal of trademark rights
Section 71(1)(i) shall reatthe estalishment or the restrictroon disposal of tragmark
rights’.

(2) With respect to the renewal, transfer, change or extinguishment of the trademark
rights based on the international registration, the entry in the Internationat&eghall
prevail.

Special Provisions for Amendntsrof Proceedings

68duodetricies—(1) For the purpose of applications for the imtational trademark
registration, amendments for the designated goods or designated services stated in the request
or for the trademark for which trademark registrationasght, can be madenty within a
designated time limit, in accordance with Sectiomis$including its application nder
Section 55bi€l) (including its application under Sectionl&8(2))] or of Section 1%er
[including its application under Sectiont&S(1) (including its application under Section
60big2))].

(2) Section 68gquadragieshall not apply to the applications for the international
trademark rgistration.

Special Provisions for Exceptional Provisions on Trademark
with Two or More Designiezd Goods or Designhated Services

68undetricies For the purpose of Section 69 for the trademark rights based on the
international registration,Sections 97(1) or 98(1)(i) of the Patent Law as applied under
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Sections 20(4)33(1) and 35 of this Latvin Section ® shall read Sections 33(1),
68quinviciegl) or 6&evicie¢l)” and“Section 71(1)() in Section 69 shall reatiSections
71(1)(i), 6&epties vicigR) as applied under Section$&pties vicied)".

Individual fee for Trademark Rights Based on InternatidRegstration

68tricies.—(1) Any person desiring the registration of the establishment of trademark
rights based on theniernational registration shall pay, in advance of the international
registration, to the Inteational Bureau an individual fee, asprescribed in Article §&j)of
the Protocol (hereinafter referred to‘dke individual feé), in the sum amounting t§4,800
per case plus 81,000 yen for each class of the classification of goods and services.

(2) Any person desiring to renew the tewhthe trademark rights based on the
international regitration shall pay to the International Bureau the individual fee in the sum
amounting t0¥151,000 per case multiplied by the number of the clasaion.

(3) Sections 40 to 43 and 76(2) (limited tie proportion specified in the Attached
Table 1) shall not apply to the applications for the intgional trademark registration and to
the tracdmark rights based on the international regisom.

Delegation to Ordinance of the Mistry of Economy, Tragland Industry

68untricies. In addiction to the matters provided for in@ens 6&oviesto 68ricies
necessary details for implementing the Protocol and the Regulations thereunder shall be
provided for in an ordinance of the Ministry of Economy, Trauhel Industry.

3. Special Provisions for Applications for Trademark Registration, etc.

Special Provisions for Trademark Registration
Subsequent to Cancellation of Intational Registation

68duotricies—(1) Where the international registration isnclled under Article 6(4)
of the Protocol inespect of all or some of the goods and services listed in the said
registration, the person who was the holder of international registration, may file an
application for the registration of the same mark which veagstered in the Internatial
Register with respect to Japan in respect of all or some of the said goods or services.

(2) The application for the trademark registration under the preceding subsection shall
be deemed to have been filed on the date adrimational rgistration as referred to in the said
subsection (in the case of the international registration as referred to in the said suligection
respect of subsequent designation, the date of saicguést designation) provided that the
said applietion falls under any one of the following pagraphs:

(i) such application in the preceding subsection is filed within three months from the
date on which the international registration as referred to in the preceding subsection was
cancelled,;
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(i) the rademark of which registration is sought is identical with the trademark in
respect of such international registration in the precedibgesction;

(i) the designated goods or the designated services in respect of such application are in

fact covered byhe list of goods and services contained in such international registration in
the preceding dasection.

(3) Where the international registration as referred to in Subsection (1) enjoyed the
right of priority provided for by Article 4 of the Paris Convigon, that application under
Subsection (1) shall enjoy the same right of priority.

(4) The preceding subsection shall also apply, where the priority was enjoyed under
Section 43bif2) of the Patent Law as applied undercten Ster or 13(1) of this Law ér the
application for international trademark registrationeapect of the international registration
as referred to in Subsection (1).

(5) For the purpose of Section 10(1) with respect to the application for trademark
registration mder Subsection (1)a part of his application for trademark registration
Section 10(1) shall redth part of his application for trademarkgistration (limited to the
goods and services eered by the list of goods and services contained in the international
registraion as referred to in Section @8otriciegl))”.

Special Provisions for Application for Trademark Registration
Subsequent to Denumtion of Proiocol

68tertricies—(1) Where the holder of the international reigation having effect in
Japan at the datenavhich the denounciation under Article B)(b) of the Protocol becomes
effective, who, because of the denounciation, is no longer entitled to file the international
application under Article 2(1) of the Protocol, may file an application foremaaik
regstration for the goods or services listed in the said international remostr

(2) Section 68dutricies(2) to (5) shall applynutatis mutandiso the application for
trademark registration under the preceding subsection. In such & watben threemonths
from the date on which the international registration in the preceding subsection was
cancelled in Section 68uotricieg2)(i) shall read'within two years from the date on which
the denounciation underrficle 15(3) of the Protocol tookftect’.

Special Provisions for Reasons forfRsal

68quater tricies—(1) For the purpose of Section 15 for the apglion for trademark
registration under Section @8otricie$l), “where it falls under any of the following
paragraphsin Section 15 shall reativhere it falls under any of the following pagraphs, or
where the application for trademark registration under Sectic@8icies(1) or
68tertricieg1) dose not comply with the reqements of Section Ghuotricies(1) or
68tertricieg2) (including its apgtation as aplied under Section @8rtricieq2))".
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(2) Section 15 (limited to the proportion for Paragraphs (i) and (ii)) shall not apply to
the gplication for trademark registration under Sectior@8tricie$l) or 68tertricieq1)
relating to the tradmark right based on the international regation (referred to a%re-filing
of trademark right relating to former international regisn” in Sections 68epties tricies
and 6&indequadragies

Special Provisions for Regigttion of Establibment of Trdemark Right

68quintricies. Notwithstanding Section 18(2), the establishment of trademark right
shall be registered for thepglication for trademark registration under Sectiornl@8tricie$l)
or 6&ertricieq1), where the xaminets decision or trial dasion has been made to the effect
that the trademark is to be raggred within ten years from the date of intefional
registration relating to the said ap@imon (the date of its latest renewal, where the renewal of
the term of said international reyiation has been made).

Special Provisions for Term

68setricies—(1) The term of trademark right as referred to in Sectioqu@Btricies
shall be ten years from the date of international registration relating to the said application
(the date of its lat&t renewal, where the renewal of said international reagistr has been
made).

(2) Section 19(1) shall not apply to the term of trademark right referred tochdse
68setricies

Special Provisions for Oppdsgin to Registation

68septies tricies Forthe purpose of Section #& for the trademark registration made
in consequence of the-fdling of the application for trademark right from the former
international registration trademark rgistratiori’ in Section 48is shall read‘trademark
registraton (excluding the trademark registration made in consequence of-thiengeof the
application for trademark right from the formanternational registration for which the term
prescribed under this Section has expired without having any oppositicedriaghe
trademark rgistration relying on the former internationalgistrationy.

Special Provisions for Trial for Invalidation of Trademark Retation

68duodequadragiesFor the purpose of the trial in Section(@$ for the trademark
registration réating to the apptation for trademark registion under Section G8uotricie$l)
or 6&ertricieq1), “In the fdlowing casesin Section 46(1) shall reatn the following cases,
or in the case where the tradark registration has been effected contrtarfpection
68duotricie$l), 6&ertricieq1) or each paragraph of Sectionditricie$2) (including its
applcation under Section &8&rtricieq2))”.

68undequadragies For the purpose of Section 47 for the trademark registration for the
re-filing of the application for the registration of trademark right based on any former
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international registration fhay not be demandéd In Section 47 shall reatimay not be
demanded.The same shall apply prior to the exgtion of five years from the date of
registraton of the establishment of the trademark right, with respect to the trademark
registration relating to réiling of the application for trademark right relating to former
international registration,when it has become impossible to make a demand fartdat
Section 46(1) with respect to the trademark registration from the former atitamal
registation”.

CHAPTER VIII
MISCELLANEOUS PROVISONS

Amendment of Proceedings

68quadragies—(1) With respect to a procedure relating to a trademark application, a
defensive mark applation, a demand or other procedure relating to trademark or defensive
mark registration, the pson carrying on such procedure may make an aimamt only
during the pendency of the case xaenination, opposition to registration, trar retrial.

(2) Notwithstanding the preceding subsection, the person who has applied for a
trademark regisétion may, simultaneously with the payment of the registration fee under
Section 40(1) or 44is(1), amend to reduce the number of classes otthssification of
goods and services in his application.

Exceptional Provisions on Trademark Right
with Two or More Designated Goods or Designatedviders

69. For the purpose of the provisions of SectiobEg4) (including its application
under Sectio®8(1)), 20(4) and 33(1) of this Law, Section 97(1) or 98(1)(i) of the Patent Law
as applied under Section 35 of this Law, Sectioned3), 46(2), 4®is, 54 of this Law,
Section 132(1) of the Rant Law as respectively applied under Section 56(1) oflthis or
under Section 174(3) of the Patent Law as applied under Section 61 of this Law, Section 59,
60 or 71(1)(i) or 75(2)(iv) of this Law, relating to trademark registration or the trademark
right, where there are two or more items of designated goodssignated services, the
trademark registration shall be deemed to have been effected, or a trademark right shall be
deemed to exist, for each of such designated goods or designatextser

Exceptional Provisions on Trademarks, etc. Similar to Regist€rademarks

70—(1) The references ttregistered tradematkn Section 25, 29, 30(2), 31(2),
31big1), 34(1), 38(3), 50, Fas(1), 59(i), 64, 73 or 74 shalhclude trademarks which are
similar to the regstered trademark and would be considered idehti¢hey had the same
coloring.
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(2) The references to “registered defensive mark” in Sections 4(1)(xii) and 67 shall
include marks which are similar to the registered defensive mark and would be considered
identical if they had the same caing.

(3) The references to “trademark similar to the registered trademark” in Sections 37(i)
and 51(1) shall not include trademarks which are similar to the registered trademark and
would be considered identical if they had the same coloring.

Registration in Tradem&rRegister

71—(1) The following matters shall be registered in the Trademark Register kept in
the Patent Office:

(i) the establishment, renewal of term, division, transfer, modification, extinguishment,
restogtion or restriction on disposal of a tradank right;

(i) the establishment, renewal of term, transfer or extinguishment of a right based on a
defensive mark registration;

(i) the establishment, maintenance, transfer, modification, extinguishment or
restriction on disposal of a right of excius or nonexclusive use;

(iv) the establishment, transfer, modification, extinguishment or restriction on disposal
of rights in a pledge upon a trademark right or a right of exclusive orexatusive use.

(2) The Trademark Register, either in wholeimpart, may be prepared by means of
magnetic tapes (including other materials on which matters can be accurately recorded by an
equivalent method-hereinafter referred to as “magnetic tapes”).

(3) Other matters relating to registration that are not preditbr in this Law shall be
prescribed by Cabinet Order.

Issuance of Trademark Registrationr@iicate, etc.

71bis—(1) When the establishment of a trademark right has been registered or the
establishment of a right based on a defensive mark has bestered, the Commissioner of
the Patent Office shall issue to the owner of the right a certificate of trademark registration or
a certificate of defiesive mark registration.

(2) The reissuance of a certificate of trademark registration or a certifichtief@nsive
mark registration shall be prescribed by an ordinance of the Ministry of Economy, Trade and
Industry.

Request for Certification, etc.

72—(1) Anyone may request the Commissioner of the Patent Office to issue a
certificate, a copy or an extraot documents, to allow the inspection or copying of
documents or to issue documents whose contents are recorded in the part of the Trademark
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Register prepared by magnetic tapes, where such documents relate to trademark or defensive
mark registrations. Hweever, this provision shall not apply in the case of the following
documents, which the Commissioner of the Patent Officesioers it necessary to keep

secret

(i) documents concerning a trial as prescribed in Section 46(1) (including its
applicationmutatis mutandisinder Section 68(4)), Secti@®(1),51(1), 52is(1), 53(1)or
Section 53bigincluding its appliation mutatis mutandisinder Section 68(4)) or a retrial of
the final and conclusive trial decision, with respect to which parties or intergermcerned
have given a notice that there has beescdibed a trade secret (meaning trade secret as
referred to in Section 2(4) of the Unfair Compgn Prevention Law (Law No. 47 of 1993))
owned by the parties or intervenors concerned,;

(i) matters lable to injure the reputation or peaceful existence of an iddis;
(i) matters liable to contravene public order or morality.

(2) Where a demand made with respect for documents as prescribed in the paragraphs
of the preceding subsection is allowglde Commissioner of the Patent Office shall notify a
person, who has smitted such documents, to that effect with asen theefor.

(3) The Law Concerning Access to Information held by Administrative Organs (Law
No. 42 of 1999) shall not apply for thogarts of documents and of the Trademark Register
relating to trademark or defisive mark registrations, which have been prepared by magnetic
tapes.

Indication of Existence of Trademark Retgation

73. The owner of a trademark right or of a right of eusive or norexclusive use shall,
when appying a registered trademark to the designated goods or their packaging, or to articles
for use in the provision of the designated services, or in the provision of the designated
services, to articles related tcetpprovision of relevant designated services belonging to
persons to whom the services are provided, take steps to attach to #redricn indication
to the effect that the trathark is a registered trademark (hereinafter referred to as “indication
of trademark regisétion”) as prescribed in an ordinance of the Miny of Economy, Trade
and Industry.

Prohibition of False Marking

74. No person may commit any of the following acts:

(i) acts of attaching to such trademark an iratien of a trademark ragtration or an
indication confusingly similar thereto when using a trademark which is not a registered
trademark;

(if) acts of attaching to such trademark aniration of a trademark registration or an
indicaion confusingly similar thereto when usingegistered trademark in relation to goods
or services other than the designated goods or designated services;
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(i) acts of holding, for the purpose of assiment or delivery, goods to which or to the
packaging of which a trademark other than a registet@demark has been attached, which
are other than the designated goods to which or to the packaging of which a trademark
registered in relation to goods has been attached, or to which or to the packaging of which a
trademark registered irespect to senees has been attached, andespect of which an
indication of a trademark regiration, or an indication confusingly similar thereto, has been
atached to such trademark;

(iv) acts of holding, in the provision of services, articles which are for usgdoyons to
whom the services are provided and to which a trademark other than a registered trademark
has been applied, which, in the provision of services other than the designated services, are
for use by persons to whom the services are provided anthicch a trademark registered in
respect to services has been applied, or which, in the course or providing services are to be
supplied for use by persons to whom the services are provided and to which a trademark
registered in respect to goods has beeriapgpand in respect of which an indication of a
trademark registration, or an indication cosifigly similar thereto, has been attached to such
trademark (such articles being referred to in the next paragraph as “articles with a false
india tion of tradenark registration in respect to séces”);

(v) acts of assigning or delivering, or of holding or importing for the purpose of
assignment ordivery, articles with a false indication of trathark registration in respect to
services, for the purpose of cang such articles to be used in the provision of such services.

Trademark Gazette

75—(1) The Patent Office shall publish the Trademark Gazette.

(2) In addition to the particulars provided for in this Law, the Trademark Gazette shall
contain:

(i) adedsion that a trademark application is to be refused, or a surrender, withdrawal or
declining of an application for trademark registration or for defensive mark registration,
which is made after the applications having been laid open;

(i) succession to ghts resulting from an apiglation for trademark registration, which
is gained after the application Viag been laid open;

(i) amendments for designated goods or desa&phaervices stated in an application or
for trademarks for which trademark registions are sought or marks for which defensive
mark registrations are sought, which are made after the applications having been laid open;

(iv) extinguishment of a trademark right (exdlng extinguishment due to the
expiration of a term or falling undeection 41bi¢t));

(v) an opposition to a trademark registration or a demand for a trial or a retrial or their
withdrawal,
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(vi) final and conclusive ruling on an opposition to a trademark registration and final
and conalisive decision of a trial or eefrial;

(vii) afinal jJudgment in an action under Section 63(1).

Fees

76—(1) The person specified hereunder shall pay the fee the amount of which shall be
prescribed by Cabinet Order with the actual costs taken into consideration:

(i) person making noti€ation of succession in accordance with Section 34(4) of the
Patent Law as applied under Section 13(2) of this Law;

(i) person requesting an extension of a time limit under Sectiauaterof the Design
Law as applied under Sectionldig(2) (includingits goplication under Section 68(2) of this
Law), Setion 4 or 5(1) of the Patent Law as applied under Section 41(2) (including its
application under Section bis(6) of this Law), Section 4@uatel3) (including its application
under Section 68(4) of thisaw), Section 66ctieg3) or Section 77(1) of this Law, or change
of date in accordance with Section 5(2) of the Patent Law as applied under Section 77(1) of
this Law;

(i) person filing an international application to the Commissioner of the PaterdeOffi
in accadance with Section G8s;

(iv) person presenting a request for later deation to the Commissioner of the Patent
Office in accordance with Section g8ater,

(v) person presenting a request for the renewal of the internatiegesitration tahe
Commissioner of the Patent office in accordance with SectiguiB@uies

(vi) person presenting a request for teeordal of change in the ownership of the
international registration to the Commissioner of the Pat¢ft©in accordance with Secin
68sexies;

(vii) person requesting fissuance of a certiate of trademark registration or defensive
mark registration;

(viii) person requesting issuance of certificate in accordance with Section 72(1);

(ix) person requesting issuance of copy oraet of documents in accordance with
Section 72(1);

(X) person requesting inspection or copying of documents in accordance with Section
72(1);

(xi) person requesting issuance of documentgaining matters recorded in that part of
the Trademark Registars prepared on magnetic tape, in accordance wittidde72(1).
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(2) The persons specified in the kfand column of the attached table shall pay the fee
the amount of which shall be prescribed by Cabinet Order within the limit of the amounts
specified n the righthand column of the table.

(3) The preceding two subsections shall not apply where the pspsaified in the
left-hand column of the tablis the Stateand the like

(4) The provisions oSubsectioa(1) and (2) shall not apply where the pen to pay
the fee in accordance withekeprovisionsis the Stateentitled to own jointlya trademark
right, a rightarisingfrom atrademarkapplication or a righbased on the registration of a
defensive mark and the independent administratiggtutons prescribedy Cabinet Ordemn
Section 40(3), or the independent administratnagitutionsentitled to own jointlysuchrights
prescribedy Cabinet Ordem the same subsection

(5) Where the State and the like atind person other than the Stadad the likeown
jointly a trademark right, a righdrisingfrom a trademark application or a righsed orthe
registation of adefensive mark, and there is an agreenwéttt respecto their share of the
right, theregistrationfee underSubsection (Lor (2) (limited to the registration fee prescribed
by Cabinet Orderghall bea sumwith prescribedegistrationfee under tese subsections
multiplied by the ratig of theshares of thg@ersors other than the State and the ljkend the
persors other tran the State and the like shall pay such sum, notwithstanding the praasgion
those subsections.

(6) Where the amount of the registration feéatdated in accordance with the
provision of the preceding subsection has a fractional figure less tham].@hgt fractional
figure shall be dscarded.

(7) The payment of the fee under Subsection (1) or (2) shall be made by patent revenue
stamps as @scribed by an ordinance tfie Ministry of Economy, Trade and Industry.
However, wherever so prescribed bhyardinance of the Ministry of Economy, Trade and
Industry, such payment may beade in cash.

(8) A fee paid by mistake or in excess shall be refunded upon the request of the person
making the payment.

(9 No request for a refund of a fee under the prkog subsection may be made after
one year from the date of payment.

Applicationmutatis mutandisf Patent Law

77—(1) Sections 3to 5 (time limits and dates) of the Patent Law shall appbatis
mutandigto the time limits and dates prescribed in th&wv. In such a case, “Section 121(1)”
in Section 4 of the Patent Law shall read “Section 44(1) or 45(1) of the Trademark Law”

(2) Sections61t09, 11t0 16, 17(3) and (4), 18 to 24 as well as Section 194
(proceedings) of the Patent Law shall appiytais mutandigo tracemark and defensive
mark applications, demands and any other proceedings relating to trademaf&rmive
mark registrations. In such a case, t8en 121(1)” in Section 9 of the Patent Law shall read
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“Section 44(1) or 45(1) of the Bdemark Law”, and “Section 121(1)” in Section 14 of the
Patent Law shall read “44(1) or 45(1) of the Trademark Law”; “(ii) when the formal
requirements specified in this Law or in an order or ordinance thereunder have not been
complied with”; in Section 17(3) of the Patent Law shall read “(ii) when the formal
requirements specified in this Law or in an order or ordinance thereunder have not been
complied with; (iipis a registration fee under Section 40(2) of the Trademark Law or a
registration fee dueotbe paid simultaneously with a request for registration of renewal
(including a surchargedble to be paid under Section 43(1) or (2) of the Trademark Law)
under Section 4dis(2) is not paid”; and “... which cannot be amended”; irct8m 18ois(1)

of the Patent Law shall read “which cannot be amended (except where it falls under any of
paragraphs of Sectiorbts(1) of the Trademark Law (including its application under Section
68(1) of the same law)”.

(3) Section 25 (enjoyment of rights by aliens) oétRatent Law shall appinutatis
mutandigto trademark rights and other rights relating to trademark registrations.

(4) Section 26 (effect of treaties) of the Patent Law shall applyatis mutandiso
trademark and defensive mark registins.

(5) Sectons 189 to 192 (transmittal) of the feat Law shall applynutatis mutandiso
transmital under this Law.

(6) Section 195teof the Patent Law shall applyutatis mutandiso measures under
this Law or an order or ordinance therneler this Law.

(7) Sedion 195quater(restriction on appealsngdler the Administrative Appeal Law) of
the Patent Law shall applyutatis mutandiso examiners’ dcisions and rulings to decline an
amendment, a ruling to revoke, trial decisions and rulings to dismiss a writtesibpp to
the trademark mgstration or a demand for trial or retrial under this Law as well as to
measures from which nggeal lies in accordance with this Law.

Transitory Measure

77bis. When Cabinet Order is made or repealed pursuant to the provisionis Law,
any requisitdranstory measurefincludingtransitorymeasureselating topenal provisions)
may, to the extent deemed necessary and reasonable, be made by means of such Cabinet
Order.

CHAPTER IX
PENAL PROVISIONS

Offense of Infringement

78. Any person who has infringed a trademark right or a right of exclusive use shall be
liable to imprisonment with labor not exceeding five years or to a fine not ekoge
5,000,000 yen.
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Offense of Fraud

79. Any person who has obtained a trademark or deifiee mark registration or a
registration of reawal of the term of a trademark right or right based on a defensive mark
registration, a ruling on an opposition to a trademark registration or a trial decision, by means
of a fraudulent act shall be liable tmprisonment with labor not exceeding three years or to a
fine not exceeding 3,000,000 yen.

Offense of False Marking

80. Any person infringing Section 74 shall be liable to imprisonment with labor not
exceeding three years or to a fine ngteeding 3,00,000 yen.

Offense of Perjury, etc.

81—(1) A witness, expert witness or interpreter who, having taken an oath under this
Law, has made a false statement or has given a false expeivor has interpreted falsely
before the Patent Office or a coudramissioned thereby shall be liable to imprisonment with
labor for a term of not less than three months nor more than ten years.

(2) Where a person committing the offense in the preceding subsection has made a
voluntary confssion before transmittal of hcopying of judgment on the case or before a
ruling or a decision on an opposition to the trademark registration has become final and
conclusive, his sentence may be reduced or suppressed.

Dual Liability

82. Where an officer representing a legal entitya representative, employee or any
other servant of a legal entity or of a natural person has committed an act in violation of the
following paragraphs with regard to the business of the legal entity or natural person, the legal
entity shall, in addion to the offender, be liable to the finegsicribed in the following
paragraphs and the n&al person shall be liable to the fine prescribed in those sections:

(i) Section 78, subject to a fine up to 150Ihan yen;
(i) Section 79 or 80, subject to mé up to 100 million yen.

Administrative Penalties

83. Where a person, who has taken an oath undeti®e207(1) of the Code of Civil
Procedure aspgplied under Section 151 of the Patent Law espectively applied either under
Section 71(3) of the Pate Law as applied under Section 28(3)diuding its application
under Section 68(3)) of this Lawnder Section 4&cties(including its application under
Sections 6bBis(1) and 68(4)) or 56(1) (including its application under Section 68(4)) of this
Law, urder Section 174(3) of the Patent Law as applied under Section 61 (including its
application under Section 68(5)) of this Law, under Section 58(2) of the Design Law as
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applied under Section 62(lincluding its application nder Section 68(5)) of this Laver
under Section 58(3) of the Design Law as applied under Section 62(2)(including its
application under Section 68(5)) of this Law, has made a false staterfers the Patent
Office or a court commissioned thereby, he shall be liable to an administpanedty not
exceeding 100,000 yen.

84. Where a person who has been summoned by the Patent Office or a court
commissioned thereby in aadance with this Law has failed to appear or has refused to take
an oath, to make a statement, to testify, to givegpert opinion or to interpret, without a
legitimate reason, he shall be liable to an administrative penalty not exceeding 100,000 yen.

85. Where a person who has been ordered by the Patent Office or a court commissioned
thereby to produce or show docunteor other evidence in accordance with the provisions of
this Law relating to the examination or preservation of evidence has failed to comply with the
order, without a legitimate reason, he shall be liable to an administrative penalty not
exceeding 1000 yen.

Attached Table (Related to Section 76)
Person liable to pay Amounts

1. Person filing application for trademark registration ¥6,000 per case plus
¥15,000for each of
the classifcation

2. Person filing application for defensive mark registration, ¥12,000 per case plus
renewal of term of right based on defensive mark registration ¥30,000 for eaclof
the classifcation

3. Person demanding the division of a trademark right ¥30,000 per case

4. Person requesting interpretation in accordanite Setion ¥40,000 per case
28(1) (including its application under Section 68§3))

5. Person filing opposition to trademark registration ¥3,000 per case plus
¥8,000, for each of
the classification

6. Person demanding intervention in a trial examinatdthe  ¥11,000 per case

oppgsition to trademark regisdtion

7. Person demanding trial oetrial ¥15,000 per case plus
¥40,000 for each of
theclassiication

8. Person demanding intervention in trial or refria ¥55,000 per case
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* Entry into force: Januarys, 2001(Section72(3) shall enter into force as of April 1, 2001.)
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